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B. F. Trappey, et at. Vv. McILHENNY CoMPANY 
United States Circuit Court of Appeals, Fifth Circuit 
March 2, 1926 


Trapve-MAarKs—INFRINGEMENT—LacHues—T'rerM or AWarp. 


In a suit for accounting for infringement of trade-mark, where 
the district court did not allow damages in its decree, but merely 
profits, held that the interest accrued should date from the rendering 
of final decree, rather than from the date of the master’s report. 


In equity. Suit for infringement of trade-mark. Appeal from 
the District Court of the United States for the Eastern District of 
Louisiana. Affirmed with modifications. For earlier phases of this 
litigation see 11 T. M. Rep. 273, 397, vol. 12, pp. 20, 91. 


William L. Symons, of Washington, D. C., and E. Howard 
McCaleb, of Chicago, Ill., for appellants. 

Jos. S. Clark and Philip S. Gidier, of New Orleans, La., and 
Edward 8. Rogers, of Chicago, Ill., for appellee. 


Before Wacker and Bryan, Circuit Judges, and Gruss, Dis- 
trict Judge. 

Gruss, District Judge: This is an appeal from a final decree 
of the District Court in an action in equity for the infringement of 
a trade-mark instituted by the appellee against the appellants. The 
case was here on appeal from a former decree of the District Court, 
which held the appellants to be infringers of appellee’s trade-mark 
“Tabasco,” when applied to its sauce, and the decree of the District 
Court was by this court modified in respect to the language of the 
injunction and, as so modified, was affirmed. Trappey v. McIlhen- 
ny, 281 Fed. 23 [12 T. M. Rep. 179]. The injunction, as modi- 
fied by the court, restrained the appellants from using the word 
“Tabasco” as the name of the sauce manufactured by them, or in 
any manner to designate or describe said sauce, or from using the 
word “Tabasco” otherwise than to state that the sauce manufac- 
tured by appellants was made from Tabasco peppers. The decree 
of the District Court which was affirmed as modified by this court 
contained the provision “that the defendants and each of them 
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account to the plaintiff for any and all profits derived by them or 
any or either of them and to pay the plaintiff such damages as it may 
have sustained by reason of the infringement by defendants of 
plaintiff's said trade-mark and the use of the word ‘Tabasco’ by 
defendants, or any of them, in connection with sauce of their or 
any of their manufacture and the sale by defendants of such sauce,” 
and referring the cause to a master to take and state an account 
of profits and damages. The affirmance of the decree containing 
this provision, with no modification of the provision by this court, 
concluded the rights of the parties upon the issue of an accounting, 
and left only the amount of profits and damages for future conten- 
tion. If this court had been of the opinion that the modification 
of the injunction upon the former appeal had required a modifica- 
tion of the provision for an accounting, it would have then so ad- 
judged. The objections of appellants to an accounting on the 
return of the cause to the District Court are foreclosed by the 
former decree of the District Court, first appealed from, and the 
affrmance of it, unmodified so far as the right to an accounting was 
concerned, by this court. The only open question is the correctness 
of the amount of the present decree against appellants, which was 
$5,073.80. On the return of the case to the District Court, the 
District Judge referred the case under the original decree to the 
master, named in it; who reported an award of damages in the 
amount of $23,318.80, but no profits. On the hearing of excep- 
tions to the master’s report, the District Judge reduced the award 
to $5,073.30, which he allowed the appellees as profits, awarding 
them no damages. The final decree from which this appeal has 
been taken was in that amount. 

The only question now for decision is whether there was evi- 
dence before the District Judge sufficient to justify his finding 
of profits made by the appellants during the period of accounting. 
The burden was on the appellee to establish the amount of appel- 
lant’s profits. The period of accounting was limited by the Dis- 
trict Judge to commence from the date of the filing of the bill, 
which was October 1, 1919. Appellants contend that the period 
of accounting should not have antedated the final decree, which was 
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entered September 10, 1925. The laches of the appellee was 
sufficient ground for postponing the accounting until the filing of 
the bill. The bill claimed an accounting for damages and profits 
and was notice to appellants that a continuation of the infringe- 
ment would entail a liability to account, and constituted a demand 
for an accounting, at least, from that date. The District Judge 
correctly determined that the period for the accounting should com- 
mence from the filing of the bill. 

It is urged by appellants that there was no evidence upon 
which the District Judge could have arrived at appellants’ profits 
during the period of the accounting and that the burden was not 
sustained by appellee. The books of account of appellants were 
required to be and were produced in court for the inspection of the 
court and of appellee. These were, however, found to be in such 
unsatisfactory condition by the District Judge that they proved 
to be of no value upon the issue of profits and contained evidence 
of a purpose on the part of appellants to make it untruly appear 
that no profits had been realized by appellants over the period of 
accounting. In view of this state of the record, the quantity of 
evidence required to sustain the burden resting upon appellee should 
be substantially diminished. Appellee had no source of proof other 
than the testimony and the books of its adversaries, and, if by 
their acts, it was deprived of this source, the law will not be exact- 
ing as to the quantum of proof demanded. The number of cases 
of appellants’ sauce sold with the infringing mark after the filing 
of the bill was ascertained to have been 1,879, each containing six 
dozen bottles. The average price obtained by the appellants for 
the 1,879 cases was found to have been $2.52 a dozen bottles. 
These two factors were fixed with certainty from the evidence. A 
question as to whether the average price was net or included trade 
discounts was properly resolved by the District Judge. His deter- 
mination was that the trade discounts had already been deducted, 
in view of appellants’ list price of $3.00. The remaining factor 
necessary to the computation was the element of cost incurred by 
appellants in making and selling the 1,879 cases. The District 
Judge adopted the method of using the cost, which the evidence 
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showed was that incurred by appellee during the period of account- 
ing. Complaint is made by appellants of this method as unwar- 
ranted, citing the case of Keystone Mfg. Co. v. Adams, 151 U. S. 
139. There can be no doubt that the adoption of such a method, 
unaccompanied by evidence from which the court could reasonably 
infer that the cost of the infringer was approximately the same, or 
no greater than that of the others used as standards, would be 
unwarranted. If, however, there is evidence that the standards 
employed by the court operated under substantially similar circum- 
stances, as did the one in question, as to time, place, and conditions 
of manufacture, and market, we think, especially in the absence of 
direct proof of cost, due to the fault of the infringers, the court 
may draw the inference that the cost of the infringer was sub- 
stantially the same or no greater than the cost of the standards 
employed. We think the evidence in this record discloses such 
identity or similarity of conditions of manufacture and distribution 
between appellants and appellee, during the period of accounting, 
as fully justified the District Judge in applying the cost of ap- 
pellee as that of the appellants in computing the profits obtained 
by appellants. Using appellants’ cost of $2.07 for making and 
selling the sance, there resulted a profit to appellants of forty-five 
cents a dozen bottles, or upon the entire 1,879 cases of six dozen 
bottles each, the sum of $5,073.30, which was the amount of the 
decree. There being no possible way of allocating the effect of 
the infringed trade-mark upon the distribution of profits, there was 
no burden on the appellee to make such allocation. Brown Shoe 
Co. v. Wolf Bros., 240 U. S. 251-260 [6 T. M. Rep. 169]. 

The remaining question is from what date the award of profits 
should begin to bear interest. The decree of the District Court fixed 
the date of the master’s report, December 27, 1928, as being the 
first ascertainment of the damages. If the District Court had 
allowed damages in its decree, interest would have properly begun 
to run from the date of the master’s report. However, the allow- 
ance of the District Court was of profits, and not of damages, and 
there was no liquidation of the amount of profits, until the District 
Judge rendered his final decree, which was on September 10, 1925. 
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We think the accrual of interest should have dated from the date 
of the final decree rather than from the filing of the master’s 


report. The decree is modified in this respect alone and as so 
modified is affirmed. 


CHILDREN’s Boorenry, ET AL. V. SUTKER 
(107 So. Rep. 345) 


Supreme Court of Florida 
January 16, 1926 


Trape-Marks AND Trape-Names—-Bankruptrcy Hetp Witrnin Docrrine oF 

Esuspem GENERIS. 

Although trade-marks and trade-names each possess differing 
characteristics which distinguish them, inter se, they are nevertheless 
sufficiently similar in their general nature, as well as in their acquisi- 

tion, function, and use to be regarded as the same species or kind of 
property within the doctrine of ejusdem generis, when applying the 
same, for png of construction, to Section 70a of the Bankruptcy 
Act of 1898 (U. S. Comp. St. § 9654). 

Same—Trape-NAmMeE Lawrvutiy IpENTIFIED wirH Business oF BANKRUPT, 

Hep to Pass to Trustee tn BANKRUPTCY. 

Under the provision of Subdivision 5, of Section 70a of the Bank- 
ruptcy Act of 1898 (U. S. Comp. St. § 9654), a trade-name, lawfully 
identified with the business of a bankrupt at the time of his adjudica- 
tion passes to the trustee as an asset of the bankrupt’s estate. 

Trave-Marxs anp Trape-Names anp Unrair Competrrion—Trape-NAME 
Hexp to Exist Onty as INctmpeNT or Bustness. 

A trade-name exists as an incident of the business in which it 
was lawfully acquired and with which it remains identified. As a 
mere abstract right, having no reference to any particular property, 
commodity, or business, it cannot exist. 

Same—SamMeE—SALE oF Goop-Wiit. anv Trapr-Name or BanxKrupt’s Busi- 

NEss TO PurcHaser oF Puysitcat Assets Herp Wiruin Norice or 

SALE. 

An involuntary petition in bankruptcy described the bankrupt as 
“Ss , trading as Children’s Bootery.” Pursuant to the adjudication 
and appropriate subsequent proceedings, the trustee advertised that 
he would sell “the entire stock of ladies’, misses’, and children’s hos- 
iery, findings and store fixtures of S ‘ trading as Children’s 
Bootery.” Held, that the action of the trustee in specifically selling 
and conveying the good-will and trade-name of the bankrupt’s busi- 
ness to one who contemporaneously purchased, as an entirety, the 
physical assets of the business, including the fixtures, the sale being 
made, as advertised, at the bankrupt’s former business location, was 
within the intendment of the notice of sale. 
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Same—Same—Corporate Name—Deceptive Use Witt Be ENsJornen. 
A corporate name, although derived through authority of the 
state, may not be used in a manner which will result in fraud or de- 
ception. In granting a corporate charter, the state does not thereby 
adjudicate the legal right of the corporation to the unlimited use of 
the corporate name chosen; and in proper cases the use by a cor- 
poration of its name in such manner as to result in a fraud or decep- 
tion will be enjoined. 








In equity. From an order dissolving a temporary injunction 





in favor of complainants, and an order of injunction against com- 






plainants, they appeal. Orders affirmed. 






George C. Bedell and Sabel & Reinstine, all of Jacksonville, 
Fla., for appellants. 
Johnson & McIlvaine, of Jacksonville, Fla., for appellee. 







Strum, J.: In 1920 the appellant Samuel Sawilowsky en- 






tered the retail shoe business in Jacksonville, dealing principally in 






children’s shoes, stockings, and their accessories. As a means of 






identifying his business before the public, and for the purpose of 






attracting and retaining patronage, he adopted the trade-name, 






“The Children’s Bootery,”’ under which name he conducted his 






business in Jacksonville continuously until August 17, 1922, when 






he was adjudicated an involuntary bankrupt. The petition in 






bankruptcy, and the order of adjudication, styled the bankrupt as 






“Samuel Sawilowsky, trading as Children’s Bootery.”’ 






At the first meeting of creditors, it was resolved: 






“That the trustee be, and he is hereby, authorized to sell the assets 
of the bankrupt at public or private sale and subject to the approval 
and confirmation of the referee without any further meeting of creditors 
or further notice of such sale.” 





An order of sale was made in due course by the referee in 
bankruptcy, directing the trustee to “offer the stock of merchan- 
dise and fixtures of the above-named bankrupt sale at public outcry, 
Tuesday, September 26, 1922,” pursuant to which the trustee ad- 
vertised for sale “the entire stock of ladies’, misses’, and children’s 
shoes. hosiery, findings, and store fixtures of Samuel Sawilowsky, 
trading as Children’s Bootery, bankrupt, 115 Main Street, Jackson- 
ville, Fla., subject to confirmation of the referee.” The trustee 


subsequently reported, among other things, that at the time and 
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place appointed in the advertisement he “offered the stock and 
fixtures (of the bankrupt) together with the good-will and trade- 
name, and the highest and best bid obtainable was from Mr. Thomas 
C. Sutker for the sum of $10,020,” and recommend that such sale 
be confirmed. The sale was confirmed by order of the referee in 
bankruptcy on September 27, 1922, in which order the sale of the 
“good-will and trade-name” of the bankrupt was expressly recited. 
The trustee executed to the purchaser, Thomas C. Sutker, who is 
the appellee here, a bill of sale conveying to Sutker: 


“The good-will and trade-name known as the Children’s Bootery and 
identified with the store formerly conducted by the bankrupt, Samuel 
Sawilowsky, trading as the Children’s Bootery, 115 Main Street, Jackson- 
ville, Fla., Duval County. The entire stock in trade of shoes, hosiery, 
findings, and fixtures located in and at the store, 115 Main Street, Jackson- 
ville, Fla., Duval County.” 

On September 30, 1922, the appellee, Sutker, reopened the 
store at No. 115 Main Street as a retail shoe store, under the 
name of “The Children’s Bootery.” The right to continue the use 
of such trade-name as a designation for that business is claimed 
by appellee by virtue of the proceedings above referred to in the 
bankrupt estate of appellant Sawilowsky. 

In September, 1922, Sawilowsky, the bankrupt, and his co- 
appellants Jacob L. Jacobs and Hyam Joel applied to the Governor 
of Florida for letters patent incorporating themselves under the 
laws of Florida with corporate name “The Children’s Bootery,” 
for the purpose of operating a retail shoe business, under the man- 
agement of Sawilowsky, at 108 Main Street, which location is on 
the same side of the street, and two doors removed from the loca- 
tion of the store which Sawilowsky, prior to his adjudication in 
bankruptcy, conducted as an individual under the trade-name of 
“The Children’s Bootery.” Letters patent were issued in due 
course, and the corporation opened its store for business at 103 
Main Street, advertising and holding itself out to the public as 
“The Children’s Bootery.” 

On October 5, 1922, Sawilowsky and his associates, Jacobs 
and Joel, proceeding in the District Court of the United States 
for the Southern District of Florida, which was the court by which 
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Sawilowsky was adjudicated a bankrupt, procured a rule against 
Sutker, seeking to have the bill of sale executed by Sawilowsky’s 
trustee delivered up for correction, by eliminating from the descrip- 
tion of the property thereby conveyed all reference to the good-will 
of the bankrupt’s former business and the trade-name “The Chil- 
dren’s Bootery.”” Sawilowsky and his associates also filed in the 
court last mentioned a petition to review the order of the referee 
in bankruptcy confirming the sale of the bankrupt’s assets. Upon 
hearing, the rule was discharged (In re Sawilowsky [D. C.] 284 
F. 158), and the petition to review was denied (Jn re Sawilowsky 
[D. C.j] 284 F. 975), both of which orders were subsequently 
affirmed by the United States Circuit Court of Appeals, Fifth Cir- 
cuit. Sawilowsky v. Brown (C. C. A.) 288 F. 533. 

Appellant the Children’s Bootery, a corporation, and its co- 
appellants Sawilowsky, Jacobs, and Joel, who were the incorpora- 
tors of the corporate appellant, on October 11. 1922, exhibited their 
bill of complaint in the circuit court of Duval County, seeking to 
have appellee, Sutker, enjoined from the further use of the name 
“The Children’s Bootery.” The chancellor ordered a temporary 
injunction, as prayed, but later entered a further order dissolving 
same. Subsequently, upon the showing made by the appellee, 
Sutker, who was defendant and cross-complainant below, the chan- 
cellor entered an order enjoining appellants, complainants below, 
from “‘any use of the words “The Children’s Bootery’ as a trade- 
name in marks, brands, signs, labels, or advertising matter.”’ The 
Children’s Bootery, a corporation, Sawilowsky, Jacobs, and Joel 
have appealed from the two orders last mentioned. 

The right of appellee to use the trade-name in question to the 
exclusion of appellants depends, first, upon the meaning and effect 
of the Bankruptcy Act of 1898, § 70a (U. S. Comp. Stat. § 9654), 
and, second, upon the regularity and sufficiency of the procedure 
in the bankrupt estate of Sawilowsky through which appellee, 
Sutker, became the purchaser of the bankrupt’s shoe business, after 
which there is to be considered the right of the corporate appellant 


to carry on its retail shoe business under its own corporate name, 
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“The Children’s Bootery,” at the location and under the circum- 
stances hereinabove recited. 

The Bankruptcy Act of 1898, § 70a (U. S. Comp. Stat. § 
9654), in so far as it is pertinent here, provides: 

“The trustee of the estate of a bankrupt * * * shall * * * be vested 
by operation of law with the title of the bankrupt, as of the date he was 
adjudged a bankrupt, except in so far as it is to property which is exempt, 
to all (1) * * *; (2) interests in patents, patent rights, copyrights, and 
trade-marks; * * * (5) property which prior to the filing of the petition 
he could by any means have transferred or which might have been levied 
upon and sold under judicial process against him.” 

Appellant contends that trade-marks and trade-names, though 
entirely distinct from each other, are commonly associated in or- 
dinary thought and parlance, and that the omission of the term 
“trade-names”’ in Subdivision 2 of Section 70a, where the bankrupt’s 
interest in patents, patent rights, copyrights, and trade-marks is 
specifically mentioned, indicates that the omission was ez intentione, 
and that the design of Congress was to preserve to the bankrupt 
the right to use his former trade-name in re-establishing himself 
in business after his discharge in bankruptcy. Appellants further 
contend that the omission in Subdivision 2 of the section mentioned 
cannot be supplied through the general provisions of Subdivision 
5, because, applying the rule of ejusdem generis, trade-names are 
still excluded from those assets of the bankrupt which pass to the 
trustee. 

The argument of appellants, though unusually forceful, is 
counter to the settled weight of authority established by many 
decisions. Trade-names, when lawfully acquired and _ properly 
identified with the physical properties and good-will of a business, 
are generally recognized as property which may be lawfully trans- 
ferred by its owner in connection with the business with which 
they are so identified. As such, under the provisions of Subdivi- 
sion 5 of Section 70a, a trade-name, lawfully identified with the 
business of the bankrupt at the time of his adjudication, would 
unquestionably pass to the trustee as an asset of the estate, unless 
an application of the doctrine of ejusdem generis requires a con- 


struction of that section which would exclude trade-names from the 
effect of its provisions. 
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Literally translated, “ejusdem generis’ means “of the same 
) J g 


kind of species.” Briefly stated, the doctrine of ejusdem generis, 


when employed as an aid to statutory construction, is that, where 
an enumeration of specific things is followed by some more general 
word or phrase, such general word or phrase will usually be con- 
strued to refer to things of the same kind or species as those 
specifically enumerated. 19 C. J. 1255, and cases cited. But the 
rule does not necessarily require that the general provision be 
limited in its scope to the identical things specifically named. So 
applied, the rule would render the subsequent general phrase en- 
tirely inoperative, and thereby violate another salutary rule of 
construction, namely, that every part of a statute should, if pos- 
sible, be sustained and given appropriate effect. Misch v. Russell, 
26 N. E. 528, 186 Ill. 22, 12 L. R. A. 125; State v. Broderick, 7 
Mo. App. 19; Strange v. Board of Commissioners, 91 N. FE. ‘ 
173 Ind. 640. 

There is a recognized distinction in many respects between a 
technical trade-mark and a trade-name, though the terms are some- 
times treated by able courts as substantially synonymous. One of 
the principal distinctions is that a valid trade-name sometimes con- 
sists of words which, when applied to the merchandise itself, are 
generic or descriptive, and hence not susceptible to appropriation 
as a technical trade-mark. It has been held by good authority that 
a trade-mark usually relates principally to the identity of the 
commodity offered for sale, while, in addition to this, a trade-name 
designates or indicates the source of manufacture or sale of the 
article or the individuality or identity of its maker or seller, and, 
further, that the law of trade-marks is designed principally for the 
protection of the public from imposition, while the law with respect 
to trade-names is for the protection of the party entitled to use the 
name, as well as for public protection. Armington v. Palmer, 42 
A. 308, 21 R. I. 109, 48 L. R. A. 95, 79 Am. St. Rep. 786; Cady 
v. Schultz, 32 A. 915, 19 R. TI. 198, 29 L. R. A. 524, 61 Am. St. 
Rep. 768; Eastern Outfitting Co. v. Manheim, 110 P. 28, 59 Wash. 
428, 85 L. R. A. (N. S.) 251; N. K. Fairbanks Co. v. Luckel, 102 
F. 827, 42 C. C. A. 376; 38 Cye. 764. While this may be true in 
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many cases, instances abound in which a trade-mark concerns the 
individuality or identity of the manufacturer or dealer quite as 
much as a trade-name (see Kidd v. Johnson, 100 U. S. 617, 25 L. 
Ed. 769), while, on the other hand, trade-names frequently relate 
to the identity cf the commodity (Hopkins on Trade-Marks [ 4th 
Ed.] 18). Although trade-marks and trade-names each possess 
differing characteristics which distinguish them, one from the other 
(see American Steel Foundries v. Thomas E. Robertson, Commis- 
sioner, 46 S. Ct. 160, 70 L. Ed. [16 T. M. Rep. 51], decided 
by the United States Supreme Court at the October term, 1925, 
opinion filed January 4, 1926), they are, nevertheless, suffi- 
ciently similar in their general nature, as well as in _ their 
acquisition, function, and use, to be regarded as the same species 
or kind of property within the doctrine of ejusdem generis 
when applying the same, for the purposes of construction, to the 
language of Section 70a of the Bankruptcy Act of 1898. Indeed, 
in developing the law of trade-marks and trade-names, courts and 
text-writers have encountered noticeable difficulty in definitely dis- 
tinguishing between the two. Demonstrating their similarity has 
required but little effort. When the Bankruptcy Act of 1898 was 
passed, the courts had not pointed out so clearly as at the present 
time the distinctions, inter se, between trade-marks and _ trade- 
names, a circumstance which may be pertinent in connection with 
the omission of Congress to specifically enumerate both in Sub- 
division 2 of Section 70a. But, however that may have been, the 
trade-name here under consideration being an assignable one, we 
regard the provisions of Subdivision 5 of Section 70a as entirely 
sufficient to pass such name to the trustee for the benefit of the 
creditors, which conclusion is unaffected by a proper observance 
of the doctrine of ejusdem generis in construing the section. See 
Sarrazin v. Irby Cigar Co., 93 F. 624, 35 C. C. A. 496, 46 L. R. A. 
541; Kidd v. Johnson, 100 U. S. 617, 25 L. Ed. 769; In re Swezey, 
62 How. Prac. (N. Y.) 215; Richmond Nervine Co. v. Richmond, 
159 U. S. 298, 16 S. Ct. 30, 40 L. Ed. 155; Lothrop Pub. Co. v. 
Lothrop, 77 N. E. 841, 191 Mass. 358, 5 L. R. A. (N. S.) 1077; 
Wilmer v. Thomas, 22 A. 408, 74 Md. 485, 138 L. R. A. 380; 
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Sawilowsky v. Brown (C. C. A.) 288 F. 588; English v. Richard- 
son, 117 A. 287, 80 N. H. 864, 22 A. L. R. 1802; 26 R. C. L. 866; 
Hopkins on T'rade-Marks (4th Ed.) 80; 38 Cyc. 875. 

A trade-name exists as an incident of the business in which 
it was lawfully acquired, and with which it remains identified. As 
a mere abstract right, having no reference to any particular prop- 
erty, commodity, or business, it cannot exist. Separated from the 
business to which it belongs and with which it is identified, it is 
not a species of property, and cannot be sold or transferred as such. 
American Steel Foundries v. Thomas E. Robertson, Commissioner, 
16 S. Ct. 160, 70 L. Ed. ——-, decided by the Supreme Court of 
the United States at the October term, 1925, opinion filed January 
4, 1926. The physical elements or assets of a business may not 
be sold to one and the good-will and trade-name thereof to another, 
for. when the good-will and trade-name is separated from the busi- 
ness to which it applies, it is thereby destroyed, and cannot there- 
after be the proper subject of a sale. As it is sometimes expressed, 
“the shadow cannot be separated from the substance.” In re 
Jaysee Corset Co. (D. C.) 201 F. 779 [1 T. M. Rep. 315]; Rodseth 
v. Northwestern, etc., Wks., 152 N. W. 885, 129 Minn. 472, Ann. 
Cas. 1917A, 257 [5 T. M. Rep. 280]; Weener v. Brayton, 25 N. E. 
46, 152 Mass. 101, 8 L. R. A. 640; Witthaus v. Braun & Mattfeldt, 
44 Md. 303, 22 Am. Rep. 44; The Fair v. Jose Morales & Co., 82 
Ill. App. 499; Seabrook v. Grimes, 68 A. 883, 107 Md. 410, 16 
L. R. A. (N. S.) 483, 126 Am. St. Rep. 400; Skinner v. Oakes, 
10 Mo. App. 45; Jacoway v. Young, 228 F. 680, 143 C. C. A. 87 
[6 T. M. Rep. 191]; Falk v. American, etc., Co., 78 N. E. 239, 
180 N. Y. 445, 1 L. R. A. (N. S.) 704, 105 Am. St. Rep. 778, 2 
Ann. Cas. 216; 38 Cyc. 867; Smith v. Yost, 125 N. FE. 78, 72 Ind. 
App. 628 [10 T. M. Rep. 33]. 

Because of these peculiar qualities which inhere in trade- 
marks and trade-names as property, it has been held by the courts, 
with great uniformity, and perhaps may now be said to be the 


general rule, that, in a voluntary sale of a business as an entirety, 
trade-marks and trade-names which have been lawfully established 
and identified with such business will pass to one who purchases 
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as a whole the physical assets or elements of the business, even 
though not specifically mentioned in the conveyance. Wilmer v. 
Thomas, 22 A. 408, 74 Md. 485, 18 L. R. A. 380; Solis Cigar Co. 
v. Pozo, 26 P. 556, 16 Colo. 388, 25 Am. St. Rep. 279; Laughman’s 
Appeals, 18 A. 415, 128 Pa. 1,5 L. R. A. 599; Morgan v. Rogers 
(C. C.) 19 F. 596; Kronthal Waters v. Beckham (C. C.) 187 F. 
649; Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 28 S. Ct. 
350, 208 U.S. 554, 52 L. Ed. 616; Snyder Mfg. Co. v. Snyder, 43 
N. E. 825, 54 Ohio St. 86, 31 L. R. A. 657; Williams v. Farrand, 
50 N. W. 446, 88 Mich. 473, 14 L. R. A. 161; Merry v. Hoopes, 
18 N. E. 714, 111 N. Y. 415; Feder v. Benkert, 70 F. 618, 18 C. 
C. A. 549; Allegretti v. Chocolate Cream Co., 52 N. E. 487, 177 
Ill. 129; Corbett Bros. Co. v. Reinhardt-Meding Co., 76 A. 243, 
77. N. J. Eq. 7; Macwilliam v. President Suspender Co., 242 Off. 
Gaz. 255, 46 App. D. C. 45 [7 T. M. Rep. 553]. Where the trade- 
name involved is not in law a personal one, the courts have so far 
made no material distinction in this respect between a voluntary 
sale, and one by operation of law through bankruptcy or a general 
assignment for the benefit of creditors, holding in such instances 
that, although not specifically mentioned in the proceedings. the 
trade-marks or trade-names lawfully identified with the business 
of the insolvent pass to his trustee and thence to one who purchases 
the business substantially as a whole. S. F. Myers Co. v. Tuttle 
(C. C.) 183 F. 285; Id., 188 F. 5382; Sarrazin v. Irby Cigar Co., 
supra; Morgan v. Rodgers (C. C.) 19 F. 596; Pepper v. Labrot 
(C. C.) 8 F. 29; Kidd v. Johnson, supra; Menendez v. Holt, 9 S. 
Ct. 148, 128 U. S. 514, 82 L. Ed. 526; Snyder Mfg. Co. v. Snyder, 
13. N. E. 325, 54 Ohio St. 86, 31 L. R. A. 660; Sawilowsky v. 
Brown (C. C. A.) 288 F. 533. See, also, cases cited in note to Falk 
v. American West Indies Co., 1 L. R. A. (N. S.) 704. Where, 
however, the name involved is one which is in law a personal name, 
and the transfer thereof is by operation of law or through judicial 
proceedings, a limitation exists upon the future use thereof by the 
purchaser to the exclusion of the person whose individual name it 
is. In re Harry I. Wood Elec. Co. (C. C. A.) 285 F. 29; Mattingly 
v. Stone (Ky.) 12 S. W. 467; Helmbold v. Helmbold, 58 How. 
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Prac. (N. Y.) 458; Sawilowsky v. Brown (C. C. A.) 288 F. 533. 
But the trade-name now under consideration is not a personal one, 
and we are not here concerned with such limitation. 

In this case, the physical assets, including the fixtures, were 
purchased as an entirety by the appellee, Sutker, the sale being 
made, as advertised, at the bankrupt’s former business location. 
In addition to the entire physical assets, the trustee expressly sold, 
and by the bill of sale in terms conveyed to the purchaser, the 
good-will and trade-name identified with the bankrupt’s former 
business, which sale was confirmed by the referee in bankruptcy, 
in an order expressly reciting the sale of the good-will and trade- 
name, and such sale was subsequently approved by the United 
States District Court, Southern District of Florida, in which the 
matter was pending. The trustee’s advertisement of sale gave 
notice that he would sell “the entire stock of ladies’, misses’, and 
children’s shoes, hosiery, findings, and store fixtures of Samuel 
Sawilowsky, trading as Children’s Bootery, bankrupt, 115 Main 
Street, Jacksonville.” Even if it be that the bankrupt’s trade- 
name would not pass by such a sale by operation of law and without 
specific mention either in the advertisement or bill of sale, we 
regard the action of the trustee in specifically selling and conveying 
the gocd-will and trade-name of the bankrupt in connection with 
the physical assets, under the circumstances stated, as within the 
intendment of the advertisement. It therefore follows that appel- 
lant Sawilowsky, as an individual, by his adjudication in bank- 
ruptcy, was divested of all interest in or right to the use of the 
trade-name in question, and that the appellee, Sutker, acquired the 
former right of Sawilowsky to the exclusive use of the trade-name 
in connection with the business with which it was identified. Ap- 
pellants Jacobs and Joel, so far as we are able to ascertain from 


the record, have never acquired, as individuals, any rights of any 
nature in connection with the use of the trade-name under con- 
sideration. The corporate appellant, the Children’s Bootery, does 
not claim the right to use the trade-name, “The Children’s Bootery,”’ 


as an assignee of or otherwise under Sawilowsky, its originator, 
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but claims by right of independent acquisition, namely, the right 
to its use as its own corporate name. 

The selection of a corporate name is largely controlled by 
those who seek that form of business organization. It is chosen 
with a view to the business in which the corporation is presently 
to engage. In assuming its name, a corporation acts at its peril. 
Its organizers are charged with the duty of selecting a name which 
will not result in material deception. Juvenile Shoe Co. v. Federal 
Trade Commission (C. C. A.) 289 F. 57 [13 T. M. Rep. 300]; 
Metropolitan Tel. Co. v. Metropolitan Tel. Co., 141 N. Y. S. 598, 
156 App. Div. 577 [3 T. M. Rep. 221]. It is settled that such 
deception may be practiced by the fraudulent use of a corporate 
name (Keystone Oil Co. v. Buzby, 219 F. 473, 476, 185 C. C. A. 
185 [5 T. M. Rep. 130]), and the good faith of its incorporators 
is immaterial. if that name too closely resembles that of any other 
previously established corporation, partnership, or individual en- 
gaged in the same line of business, and material confusion or injury 
results therefrom. W. FE. Garrett & Sons v. T. H. Garrett & Co., 
78 F. 472, 24 C. C. A. 173; Elbs v. Rochester Egg Carrier Co. 
(Sup.) 184 N. Y. S. 979 [2 T. M. Rep. 291]; Martell v. St. 
Francis Hotel Co., 98 P. 1116, 51 Wash. 875, 16 Ann. Cas. 593; 
Rosenburg v. Freemont Undertaking Co., 114 P. 886, 63 Wash. 
52 [1 T. M. Rep. 250]. A corporate name, although derived 
through authority of the state, cannot be used in a manner which 
will result in fraud or deception. If so used, the fact that the 
charter was obtained from the state does not deprive a court of 
equity of its power to prevent fraud and protect property rights 
by enjoining that use. The grant of a corporate charter by the 
state can confer no power to perpetrate wrong. The act of sov- 
ereignty in allowing incorporation under a particular name is per- 
missive only. It sanctions the act of incorporation under the name 
chosen and for the business proposed, if that name and that busi- 
ness be otherwise lawful, but in granting a corporate charter the 
sovereign adjudges neither the legality of the business nor of the 
name chosen. That is a matter for judicial determination by a 
court of competent jurisdiction. An individual will be enjoined, 
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in proper cases, from the fraudulent or deceptive use of his own 
natural name. With even greater justification will an artificial 
person, a corporation, be enjoined from such a use of a corporate 
name voluntarily chosen by it. Peck Bros. & Co. v. Peck Bros. 
Co., 118 F. 291, 51 C. C. A. 251, 62 L. R. A. 81; General Film 
Co. of Missouri v. General Film Co. of Maine, 287 F. 64, 150 C. 
C. A. 266 [7 T. M. Rep. 50]; Chas. S. Higgins v. Higgins Soap 
Co., 39 N. E. 490, 144 N. Y. 462, 27 L. R. A. 42, 48 Am. St. Rep. 
769; Bender v. Bender, S. & O. F. Co., 178 Ill. App. 208; Cellu- 
loid Mfg. Cu. v. Cellonite Mfg. Co. (C. C.) 82 F. 94. The organiza- 
tion by Sawilowsky and his associates of the corporate appellant 
with the name of “The Children’s Bootery,’ and the opening of 
its retail shoe store on the same side of the strect and two doors 
removed from the old location where the original trade-name, “The 
Children’s Bootery,” had been Jong used by Sawilowsky, as an 
individual, in exactly the same kind of business, whether so intended 
or not, clearly circumvents the effect of the Bankruptcy Law of 1898 
upon Sawilowsky’s former ownership of the trade-name ‘The Chil- 
dren’s Bootery,”’ and constitutes an unwarranted invasion of appel- 
lee’s right to the use of the original trade-name, “The Children’s 
Bootery,” acquired by him in the manner stated. Upon the prin- 
ciples herein announced, the use by the corporate appellant of its 
name in the business proposed to be conducted at the location 
chosen by it should be enjoined. 

It is further contended by appellants that the restraining order 
against them, granted at the instance of Sutker, is too broad in its 
terms, in that it restrains appellants from any use of the name, 
“The Children’s Bootery,’ within the jurisdiction of the court 
below. The language of the decree is general, but it should be 
interpreted with reference to the pleadings and proceedings in the 
case of Pearson v. Helvenston, 89 So. 695, 50 Fla. 590. We there- 
fore construe the restraining order against appellants as enjoining 
and restraining their use of the words, ““The Children’s Bootery,” 
as a trade-name in marks, brands, signs, labels, or advertising 
matter, in the retail shoe business at No. 103 Main Street, in the 
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city of Jacksonville, Fla., since that is the only use of such name 

referred to in the pleadings. 
That the phrase, “The Children’s Bootery,” is a valid trade- 

name and entitled to protection as such is conceded by the plead- 

ings, and that question is therefore not before us. Indeed, none 

of the parties hereto are in a position to raise the point. 

The two orders appealed from are affirmed. 





Brown, C. J., and Wuirrietp, Evuts, Territt, and Burorp, 
JJ., concur. 


In rE APPLICATION OF THE Mason Tire & Russer Co. 
Court of Appeals of the District of Columbia 


March 1, 1926 


Trape-Marxs—Opposrrion—“Sarety First’—Part or NAME oF AssocraTIoN. 
Words “Safety First” as a trade-mark for belting, hose, machinery 
packing, non-metallic tires and rubber tire casings, held unregistrable 
as they form part of the name of a national association. 
Same—SAMeE—FRATERNAL OrGANIZATION—DEFINITION. 

Any society organized for the accomplishment of some worthy 
object through the efforts of its members working together in brotherly 
union, especially if it be organized not for selfish gain, but for the 
benefit of the membership and men in general, is a fraternal organiza- 

tion and as such entitled to restrain others from the use of its name. 





Appeal from the Commissioner in refusing to register a trade- 
mark. Affirmed. For the Commissioner’s decision see 15 T. M. 
Rep. 93. 





A. L. Lawrence, of Cleveland, Ohio, for appellant. 
T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 





Before Martin, Chief Justice, Ross, Associate Justice, and 
Smitu, Associate Judge, of the United States Court of Customs 
Appeals. 






Smitn, A. J.:| The Mason Tire & Rubber Company on July 
3, 1923, filed in the Patent Office, an application to register the 
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words “Safety First,” as a trade-mark for use on such goods as 
belting, hose, machinery packing, non-metallic tires and rubber tire 
casings. On October 11, 1928, registration of the words “Safety 
First’ was refused on the ground that “Safety First’’ was in effect 
an emblem of the National Council for Industrial Safety and there- 
fore unregistrable by the petitioner. On October 15, 1923, the 
petitioner asked leave to amend his petition by inserting an allega- 
tion disclaiming any right to the exclusive use of the words “Safety 
First,” except in association with the mark as displayed on the 
diagram. On April 14, 1924, registration of the words “Safety 
First” was definitely and finally refused by the Examiner of Trade- 
Marks, whereupon an appeal was taken to the Commissioner, who 
affirmed the action of the Examiner. From that decision of the 
Commissioner this appeal was taken. 

The record discloses that, among the articles of incorporation 
and association recorded in the Trade-Mark Division of the Patent 
Office, are papers which set forth the character of the National 
Council for Industrial Safety and that with those papers is a letter 
dated March 23, 1915, and addressed to the Patent Office by the 
attorneys of the Council. That letter calls the attention of the 
Patent Office to the fact that the Council’s opposition to an appli- 
cation by the Lindsborg Co. for registration of the words “Safety 
First,” had been sustained and requests that the Examiner of Trade- 
Marks be instructed to take judicial notice of the fact that the 
words “Safety First’”’ are used by the National Council for Indus- 
trial Safety as an emblem and are not registrable by subsequent 
users. 

The appellant contends, first, that the National Council of 
Industrial Safety and its successor, the National Safety Council, 
is not a fraternal organization, within the judicial interpretation 
of that term; second, that even if the Council was a fraternal 
organization, the words “Safety First’? cannot be regarded as either 
a design or picture and are therefore not protected as an emblem 
of a fraternal society; third, that it appears from the record in 
the Lindsborg case, that the National Council for Industrial Safety 


is an unincorporated society composed of persons, corporations and 
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organizations carrying on work to improve conditions as to public 
and private safety; fourth, that therefore the Council cannot be 
protected in its use of “Safety First” as a distinguishing mark, 
character or emblem under that part of Section 5 of the Act of 
January 8, 1913, which reads as follows: 


“Section 5. That no mark by which the goods of the owner of the 
mark may be distinguished from other goods of the same class shall be 
refused registration as a trade-mark on account of the nature of such 
mark unless such mark 


(b) Consists of or comprises * * * any design or picture that has 
been or may hereafter be adopted by any fraternal society as its emblem, 
or of any name, distinguishing mark, character, emblem, colors, flag, or 
banner adopted by any institution, organization, club, or society which was 
incorporated in any state in the United States prior to the date of the 
adoption and use by the applicant: Provided, That said name, distinguish- 
ing mark, character, emblem, colors, flag, or banner was adopted and pub- 
licly used by said institution, organization, club, or society prior to the 
date of adoption and use by the applicant.” * * * (Italics not quoted.) 

Any society organized for the accomplishment of some worthy 
object through the efforts of its members working together in 
brotherly union, especially if it be organized not for selfish gain, 
but for the benefit of the membership or for the benefit of the 
membership and men in general, is a fraternal organization in the 
popular acceptation of the term. See Fraternal Society, Standard 
Dictionary, and Webster’s New Dictionary. The case of National 
Union v. Marlow (74 Fed. 775-778), cited by appellant in sup- 
port of his contention that the National Council of Industrial Safety 
is not a fraternal organization, far from being in conflict, is quite 
in accord with the definition just cited. We do not think, however, 
that the motto “Safety First” is a design or picture and we must 
therefore hold that it does not come within that part of paragraph 
(b) of the Act of January 8, 1913, which excludes from registration 
“any design or picture that has been or may hereafter be adopted 
by any fraternal society as its emblem.” 

The words “Safety First’’ are, however, the official motto and 
distinguishing mark of the National Council of Safety. The Coun- 
cil is not incorporated, but it is apparent that it was as early as 
March 28, 1915, and is now, at least the representative and man- 


aging agency, if not the governing head, of incorporations and 
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organizations carrying on work to improve conditions as to public 
and private safety. The appropriation of the words “Safety First” 
by the National Council of Industrial Safety was, consequently, 
not an appropriation for the Council solely, but for all the elements 
which the Council represented or of which the Council was com- 
posed. It is not disputed that the Council is in part composed of 
corporations working to improve conditions as to public and private 
safety. The phrase “Safety First’ must therefore be considered 
as the motto and distinguishing mark not only of the Council, but 
of all corporations and all other organizations banded together in 
the interest of public and private safety under the leadership of the 
Council. As the use of the words “Safety First” by the Council 
representing such organizations was certainly prior to the 28rd of 
March, 1915, and long prior to the use by the appellant of the 
words “Safety First,” which use did not begin until June 27, 1923, 
we think that the mark sought to be registered is within the pro- 
hibition of that part of paragraph (b), Section 5, which protects 
the distinguishing marks and emblems of corporations. 

The dominating feature of the trade-mark applied for is “Safe- 
ty First,’ and the filing of a disclaimer of any intention or right 
to use the words “Safety First,’ except in association, with the 
mark as shown, avails the appellant nothing. The purpose of the 
statute was to protect certain organizations in their use of distinc- 
tive emblems, names and characters and that purpose cannot be 
defeated by permitting their use in conjunction with some dis- 
tinctive figure or design. McIlhenny’s Son v. Trappey (51 App. 
D. C. 278, 275); Eversharp Pencil Co. v. American Safety Razor 
Co. (54 App. D. C. 315, 316 [12 T. M. Rep. 20, 91]. 

We are of the opinion that registration of the words “Safety 
First’? was properly refused by the Patent Office and the decision 
of the Commissioner is therefore affirmed. 
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R. H. Macy & Company, Inc. v. H. W. Carter & Sons 
Court of Appeals of the District of Columbia 
April 5, 1926 


Trapve-Marxs—OpposirioN—“IrontTEXx” ror Mewn’s anv Boys’ Coats, ann 
rok Hostrery—Goons or Same Descriptive Propertres—Aprear— 
AFFIRMAL. 

Although dissimilar in use, hosiery and men’s and boys’ coats may 
be said to be of the same descriptive properties, as they belong to 
the same general class of merchandise, are often sold in the same 
store, and a person buying an “Irontex” coat might well believe that 
“Trontex” hosiery came from the same producer. 


Appeal from the Commissioner in an opposition proceeding. 
Reversed. For the Commissioner’s decision see 15 T. M. Rep 326. 


J. T. Newton, of Washington, D. C., for appellant. 
A. P. Greeley, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, A. J.: This is an appeal from the Commissioner 
of Patents in a trade-mark opposition proceeding, wherein appel- 
lant, R. H. Macy & Company, filed its opposition against the 
application of appellee, H. W. Carter & Sons, to register the word 
“Trontex”’ as a trade-mark for men’s and boys’ coats, made of 
woolen textile fabric. 

It appears that the opposer, for many years prior to the adop- 
tion of the mark by appellant company, operated a large depart- 
ment store in the city of New York, in which he has sold hosiery 
under the trade-mark “Irontex,” and for which he secured a regis- 
tration in 1908. The sole question for consideration is whether or 
not opposer would be damaged by the use of the mark by appellant 
on coats. 

Unquestionably, hosiery is easily distinguishable from men’s 
and boys’ coats, and while it is well settled that dissimilar goods 
may be marketed side by side bearing the same trade-mark without 
damage to either party, we think these distinctions have no place 
in this case. The mere dissimilarity between hosiery and men’s 
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and boys’ coats is not the determining factor. The question here 
to be considered is whether the public would not have the right to 
believe that the same person or company that manufactured the 
coats manufactured the hosiery. They belong to the same general 
class of merchandise; they are sold frequently in the same store; 


and the person who purchases an “‘Irontex’’ coat may well believe 


when purchasing “Irontex” hosiery that they are produced by the 
same manufacturer. 

We think that the two classes of goods bearing the same mark 
in this case 


“are so intimately associated in the popular mind, with reference to their 
manufacture or marketing, that purchasers in general would be likely to 
assume and believe that the same trade-mark upon them would naturally 
imply a common origin. In such case the goods may be said to be of the 
same descriptive properties, and if the same trade-mark could be adopted 
by different parties on such classes of goods, a manufacturer of one class, 
by adopting a trade-mark used by a manufacturer of another class, could 
readily palm off his goods as those made or dealt in by the other, thereby 
unfairly reaping the benefit of the other’s advertising and good-will.” 


Oppenheim, Oberndorf § Company v. President Suspender 
Company, 55 App. D. C. 147. 
The decision of the Commissioner of Patents is reversed. 


KvusyHner & GILLMAN, INc. v. MayrLtower Worstep Company 
Court of Appeals of the District of Columbia 
March 1, 1926 


Trave-Marxs—Opposition—“Mayriowerk Branp” For Worstep Goons For 

Suirmncs anp “Mayritower” ror Men’s Crorainc Herp Conrvus- 

INGLY SIMILAR. 

Where appellee had adopted and advertised at great expense its 
worsted cloth for suitings under the trade-mark “Mayflower,” held not 
permissible for a rival manufacturer to adopt and use the same mark 
on men’s clothing, and the Commissioner’s decision refusing regis- 
tration was affirmed. 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. For the Commissioner’s decision 
see 15 T. M. Rep. 136. 
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J. G. M. Browne, of New York City, for appellant. 
W. 8S. Hodges, of Washington, D. C., and Morton Collingwood, 
of Boston, Mass., for appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
Buianp, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: This is an appeal from a decision of the 
Commissioner of Patents, sustaining appellee’s opposition, and re- 
jecting appellant’s application for the registration of a trade-mark. 

Appellant is a manufacturer of men’s clothing, selling exclu- 
sively to the retail trade. Appellee is a manufacturer of worsted 
fabrics from which men’s clothing is manufactured, selling only 
to manufacturers and jobbers. It does not manufacture clothing. 

Appellant applied for registration of its trade-mark consisting 
of a sailing ship with sails spread, surmounted by the words “May- 
flower Brand,” for men’s coats and suits, the word “Brand” being 
disclaimed apart from the mark shown. Appellant claimed to have 
adopted and continuously used the mark in its business since July 
1, 1922. 

Appellee opposed the application, setting up its trade-mark 
consisting of the familiar picture of the historic ship “Mayflower,” 
with sails set, used upon worsted goods in the piece as material for 
the manufacture of men’s clothing, the mark having been registered 
on March 28, 1922; and also its trade-mark consisting of the word 
“Mayflower” for use upon worsted goods for men’s suitings, regis- 
tered on March 28, 1922. 

The appellee claimed in effect that the mark proposed by 


appellant for registration was deceptively similar to appellee’s 
mark, that appellee’s use thereof was the prior one, that the goods 
for which the marks were to be used were of the same descriptive 


properties, that appellee had expended large sums in advertising 
its mark and would suffer great damage if appellant should be 
granted the registration applied for. In answer to this claim, the 
appellant denied that the marks were deceptively similar, or that 
the goods were of the same descriptive properties, and pleaded 
laches and estoppel against appellee’s claim. 
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A large amount of testimony was submitted by the respective 
parties, and upon a consideration of it the Examiner of Interfer- 
ences found that appellee’s use of the mark was prior in point of 
time to appellant’s, and also that the competing marks were sufti- 
ciently similar to be likely to produce confusion in trade if used 
upon goods of the same descriptive properties. The Examiner next 
found that in fact the appellant’s goods, to wit, men’s coats and 
suits, were of the same descriptive properties as the appellee’s 
goods, to wit, worsted goods in the piece as material for men’s 
clothing, upon the ground that purchasers of clothing would be 
likely to be influenced by the character of the material composing 
it, and, consequently, that identical trade-marks upon men’s suits, 
and upon piece goods used in manufacturing such suits, would likely 
lead to the belief that the suits were made of the materials which 
bore the same mark. The Examiner did not sustain the charge of 
laches or estoppel, and held, accordingly, that the opposition should 
be sustained. This decision was affirmed upon appeal by the Com- 
missioner of Patents. 

We agree with the decision of the lower tribunals. Where a 
manufacturer of worsted piece goods which are designed to be used 
almost exclusively as material for men’s coats and suits, adopts a 
trade-mark and advertises it at great expense, it is not permissible 
afterwards for a manufacturer of such coats and suits to adopt 
and use the same mark, since the identity of marks in such case 
would naturally lead the purchasing public to believe that the two 
classes of articles came from the same source, and that the coats 
and suits were manufactured from the goods bearing the same trade- 
mark. The likelihood of damage to the manufacturer of the 
worsteds in such a case is too obvious to require discussion. 

The decision of the Commissioner of Patents is affirmed. 
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In THE Martrer oF THE APPLICATION OF ELmer C. A. BerGer 
Court of Appeals of the District of Columbia 


April 5, 1926 





Trape-Marxs—“Cop-Sporter” ror Rear-View Mrerors ror AvToOMOBILES 

UnrecistraBteE, Berna Descriprive. 

The word “Cop-Spotter” as a trade-mark for rear-view mirrors 
on automobiles held descriptive of the goods, as such name plainly indi- 
cates a mirror used for detecting policemen; and the Commissioner’s 

decision refusing registration was affirmed. 












Appeal from the Commissioner’s decision refusing registration. 
Affirmed. For the Commissioner's decision see 15 T. M. Rep. 323. 


A. E. Peck, of Washington, D. C., and R. W. Smith, of Los 
Angeles, Calif., for appellant. 

T. A. Hostetler, of Washington, D. C., for Commissioner of 

Patents. 








Before Martin, Chief Justice, Ropsp and Van OrspeEt, Asso- 
ciate Justices. 


Van Orspet, A. J.: Appellant, Berger, appeals from a de- 


















cision of the Commissioner of Patents, denying registration of the 
word “Cop-Spotter” as a trade-mark for rear-view mirrors for 
automobiles. 

When appellant applied for the registration of his mark, he 
was thrown in interference with the William R. Johnston Manu- 
facturing Company, who had a registered trade-mark for the same 
goods, consisting of the word “Copspotter,” with the picture of 
a policeman mounted on a motorcycle within the letter “C.” Ap- 
pellant proved prior use of his mark beyond question; and the Com- 
missioner of Patents entered an order cancelling the Johnston reg- 
istration, and denying registration to appellant on the ground that 
the mark is descriptive of the function performed by the article 
to which it is applied. 

The evidence clearly discloses that one use made of the rear- 
view mirrors on automobiles is to observe whether a traffic police- 
man is pursuing the car. The word “Cop” is a word that has come 
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into use as descriptive of a policeman; and the act of observation 
is described as “Spotting.” 

It follows, therefore, that the word “Cop-Spotter,”’ as applied 
to a rear-view mirror on an automobile, at once suggests the use 
to be made of the mirror, namely, to locate an officer who may ve 
pursuing the car from the rear. While the mirror may also be 
used generally for the observation of traffic conditions immediately 
in the rear of the automobile, the term “Cop-Spotter” signifies a 
distinct and specific use to which the mirror may be applied, and 
in this respect it is undoubtedly descriptive. 


The case is closely analogous to In re Pitney-Bowes Postage 
Meter Company, 56 App. D. C. —— [15 T. M. Rep. 314], where 
the words ‘Metered Mail” were held to be descriptive of a ma- 


chine for canceling stamps on mail matter, and making a record 
of the number cancelled. It is also governed by the case of In re 
Toledo Scale Company, 52 App. D. C. 108 [12 T. M. Rep. 468], 
where the trade-mark “Honest Weight” applied to weighing scales 
was held descriptive, and consequently not registrable. 

The decision of the Commissioner is affirmed. 


Yate Exvectric Corporation v. THe Yate & Towne Mera. Co. 
Court of Appeals of the District of Columbia 
April 5, 1926 


Trape-Marks—Opposirion—“Yae” IN AN Ex.ipse ror Barrerirs, Fiasu- 

Lignts AND Licutinc Ovrrirs Hein Descriprivery SIMILAR TO 

Worp “Yare” Usep on Locks anv Keys. 

The word “Yale,” used by appellant since 1922, as a trade-mark 
for batteries, battery cells, flash-lights and lighting outfits, said mark 
being shown in an ellipse surrounded by an octagon, held to be so 
nearly similar to opponent’s trade-mark, the word “Yale,” used for 
many years on locks and keys, as to probably cause confusion in the 
public mind. 


Appeal from a decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. For the Commissioner’s de- 
cision see 15 T. M. Rep. 235. 
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W. §. Pritchard, of New York City, for appellant. 
F. C. Taylor, of New York City, for appellee. 


Before Martin, Chief Justice, Ropsp and Van Orspet, Asso- 
ciate Justices. 


Martin, C. J.: In November, 1922, the appellant, The Yale 
Electric Corporation, applied for a registration of the word “Yale” 
enclosed in an ellipse and the whole encased in an irregular octa- 
gon, as its trade-mark for batteries, battery cells, flash-lights, and 
lighting outfits for Christmas trees and other decorative purposes. 

Thereupon the appellee, The Yale & Towne Mfg. Co., filed an 
opposition to the proposed registration, based upon its use and 
registration of the word “Yale” for locks and keys, registered in 
the year 1907, and for various articles of hardware, registered 
severally in the years 1909, 1914 and 1922. 

Testimony was introduced by the respective parties, whereupon 
the Examiner sustained the opposition, and adjudged that appli- 
cant was not entitled to the registration. An appeal was taken 
to the Commissioner of Patents, who affirmed the Examiner’s deci- 
sion. Hence this appeal. 

The record discloses that the appellee corporation and _ its 
predecessors began the manufacture of locks and keys and other 
hardware in the year 1868, and then adopted the word “Yale” as 
its trade-mark, that being the name of its founders. It has con- 
tinuously ever since used the word as its trade-mark, and registered 
it under the ten-year user proviso of the 1905 Act and the supple- 
mentary amendment of 1920. It has advertised the mark for its 
products, especially its locks and keys, for a long time at great 
expense, and the mark has become a commercial asset of very great 
value. 

The appellant corporation, on the other hand, was incorporated 
in the year 1912, under the name of “Interstate Electric Novelty 
Company.” In 1919 its name was changed to “Franco Electric 
Corporation.” In April, 1922, it changed its name to “Yale Elec- 


’ 


tric Corporation,” and began selling its product under the name of 
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“Yale,” and in November of that year it filed its present applica- 





tion for a registration. 






Upon these facts and the other proofs contained in the record 





we are convinced that the mark sought to be registered is in sub- 






stance and reality the word “Yale” alone, notwithstanding the 






elliptical and octagonal lines surrounding it in the drawing; that 





the name “Yale” is and long has been the salient and characteristic 






feature of the opposer’s corporate name and the well-known trade- 






mark under which it has advertised and marketed its products; 






that the goods of the respective parties are in part sold in the same 






trade, and are sufficiently alike to probably cause confusion or mis- 






take in the public mind if offered for sale under the same mark. 






See The Duro Pump § Manufacturing Co. v. California Cedar 
Products Co. [16 T. M. Rep. 87], decision of this court handed 
down [February 1, 1926. 


We therefore affirm the decision of the Commissioner of Pat- 








ents sustaining the appellee’s opposition. 







Water M. Lowney Company v. CHANDLER & Rupp Company 


Court of Appeals of the District of Columbia 






April 5, 1926 







Trape-Marxs—Opposition—“Gotp Strire” anp “Goitp Rison” ror CANDY 

ConFUSING SIMILARITY. 

The words “Gold Stripe” used as a trade-mark for assorted 
chocolates held to be confusingly similar to the mark “Gold Ribbon” 
for candy. 

Same—Same—Marxs Havinc a Common ELement—Test or REGIstTra- 

BILITY. 

While the word “Gold” is not itself subject to adoption as a trade- 
mark, it may be used in connection with other words, provided there 
is such a wide distinction between the added words as to avoid 
possibility of confusion. 















Appeal from the Commissioner in an opposition proceeding. 
Affirmed. For the Commissioner’s decision see 15 T. M. Rep. 319. 
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Henry Calver, of Washington, D. C., and G. O. G. Cole, of 
Boston, Mass., for appellant. 
H. F. Freeman, of Cleveland, Ohio, for appellee. 


Before Martin, Chief Justice, Ross and Van Orspe., Asso- 
ciate Justices. 


Van Orspvet, A. J.: This case is here for review on appeal 
from the decision of the Commissioner of Patents in a trade-mark 
opposition proceeding. 

Appellant, Walter M. Lowney Company, applied for the regis- 
tration of the words “Gold Stripe” as a trade-mark on assorted 
chocolates. The opposer, The Chandler & Rudd Company, is the 
owner of the registered trade-mark “Gold Ribbon” used on candy. 
Priority of adoption and use has been conclusively established by 
the opposer. The goods are of the same class. The only question 
for review is whether or not the marks are so similar as to be 
likely to create confusion in trade. 

The word “Gold” has been so widely used in connection with 
goods similar to those here under consideration, that neither party 
can claim a right to the exclusive use of the word. It is urged by 
appellant that the marks should be considered only in the light of 
the dissimilar words, and that there is no such similarity between 
the two marks “Stripe” and “Ribbon” as to result in confusion. 
While the word “Ribbon” is usually used in connection with a 
tangible strip of fabric, and the word “Stripe” indicates merely 
a line, yet the manner in which they of necessity must be used in 
marketing the goods here in question accords to the words a very 
similar meaning. Especially is this true since both “Gold Ribbon” 
and “Gold Stripe’’ are symbolized by a gold colored line on the 
packages containing the goods. In this respect the dissimilar 
words in the two marks have a similar use and application. 

While the word “Gold” is not in itself subject to adoption as 
a trade-mark by either party, it may be used in connection with 
other words. In this instance the color of the line or stripe, which 
is the same in both marks, is gold. In discriminating between marks 
of this character, before the bar of confusion can be avoided, where 
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a descriptive word common to both marks is used, there must be 
such a wide distinction between the dissimilar words as to prevent 
any possibility of confusion in the use of the marks. It is clear 


that this rule cannot be applied to the present case. 
The decision of the Commissioner of Patents is affirmed. 


Rosert P. Sweeny v. Danie B. REPLOGLE 
Court of Appeals of the District of Columbia 
April 5 1926 


Trave-Marxs—Opposirion—“PNetuway” and “PNEUMODE” FoR Vacuum 
CieaNneRs—ConrFLicTinG Marks. 

The word “Pneuway” used as a trade-mark for vacuum cleaners 

held confusingly similar to the word “Pneumode” for the same goods. 


Appeal from the Commissioner in an opposition proceeding. 
Affirmed. For the Commissioner’s decision see 15 T. M. Rep. 318. 


J. T. Newton, of Washington, D. C., for appellant. 
D. B. Replogle, of Berkeley, Calif., and M. H. Lane, of Wash- 
ington, D. C., for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, A. J.: This is a trade-mark opposition filed by 
appellee Replogle opposing the registration by appellant Sweeny 
of the word “Pneuway” as a trade-mark for vacuum cleaners. 

The opposition is based upon the alleged prior use by appellee 
of the mark “Pneumode” upon vacuum cleaners and parts thereof. 

The goods are the same, and the opposer has established prior 
adoption and use of his mark. The case turns solely on the sim- 
ilarity of the marks. The Commissioner of Patents held that the 
marks are sufficiently similar to be likely to create confusion in 
trade, and upon that ground alone held that appellant is not en- 
titled to the registration of his mark. 

The decision of the Commissioner of Patents can be sustained 





WM. SCHIELD MFG. CO. V. CHARLES L. JONES 237 


on the prior decisions of this court. Patton Paint Company v. 
Sunset Paint Company, 58 App. D. C. 351 [18 T. M. Rep. 225). 
Arkell Safety Bag Company v. Safepack Mills, 53 App. D. C. 218 
[18 T. M. Rep. 845]. The case here is even stronger than in the 
cases cited, since there is here a decided similarity in the last sylla- 
bles of the words composing the marks in controversy, while in the 
cases cited, there was no such similarity in appearance, sound, or 
significance, in the dissimilar syllables of the marks. 
The decision of the Commissioner is affirmed. 


WituiaM ScHIELD, ET AL., Dorna Business as Wm. ScuieLp Mra. 
Co. v. CuHarirs L. Jones 


Court of Appeals of the District of Columbia 
April 5, 1926 


TrapeE-Marks—CanceLLaTion—“Deviton” For Insecticipes—“Rep Devi” 
on Powperep Lyes—Nor Deceprivety SrMiar. 
Apart from the question whether insecticides and powdered lyes 
are goods of the same descriptive properties, held that the mark 
“Devilon” is not deceptively similar to the words “Red Devil.” 


Appeal in a cancellation proceeding. Affirmed. For the Com- 
missioner’s decision see 15 T. M. Rep 176. 


J. D. Rippey and L. C. Kingsland, of St. Louis, Mo., and 
C. M. Thomas, of Washington, D. C., for appellant. 
No appearance for appellee. 


Before Martin, Chief Justice, and Ross and Van Onrspet, 
Associate Justices. 

Per Curiam: Appeal from concurrent decisions of the tri- 
bunals of the Patent Office refusing, on the petition of appellant, 
to cancel the mark “Devilon,”’ for use on an insecticide, the mark 


of appellant being “Red Devil,” used on powdered lyes. 
The Patent Office entertained doubt as to whether the marks 
were used on goods of the same descriptive properties, but, passing 
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that question, we agree that the two marks are not deceptively 
similar. 


The decision is affirmed. 


In rE Tue Linpsporc Mituinc & Evevator Company 
Court of Appeals of the District of Columbia 
April 5, 1926 





Trape-Marxs—Opposition—“Sarety Fimst’’—INsiGNia oF 
U NREGISTRABLE. 
The words “Safety First” held not registrable as a trade-mark 
as they are insignia of a national association. 


ASSOCIATION — 


Appeal from a decision of the Commissioner refusing to regis- 
ter a trade-mark. Affirmed. 












E. T. Fenwick and C. R. Allen, of Washington, D. C., for 
appellant. 

T. A. Hostetler, of Washington, D. C., for Commissioner of 

Patents. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
Smitu, Judge of the United States Court of Customs Appeals. 















Situ, A. J.: This is an appeal from the decision of the 
Commissioner holding that the words “Safety First’’ were the 
insignia of the National Council for Industrial Safety and that 
they were not registrable under Section 5 of the Act of February 
20, 1905. 

The facts and the questions raised in this case are substan- 
tially the same as those passed upon by this court in the matter | 
of the Application of the Mason Tire & Rubber Company, Patent 
Appeal No. 1784, decided March 1, 1926 (p. 223 ante.), and on 
the authority of that case the decision of the Commissioner is 


affirmed. 
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GotuaM Sitk Hosrery Co., Inc. v. Van Raatte Company, Inc. 
(146 M. D. 462) 


In the United States Patent Office 
May 27, 1925 


Trapve-Marxs—Opposirion—“Wuitre Srrairpe Apsacent THE Upper Enpce 
or Stock1nc” anp “GotpeNn Srraire Near Top or Stocxine” Herp 
DECEPTIVELY SIMILAR. 

A mark consisting of a “white stripe placed adjacent the upper 
edge of the stocking,” held to be confusingly similar to a mark con- 
sisting of a “golden stripe near the top of the stocking,” both used 
on women’s hosiery, as to be confusingly similar on the authority of 
A. Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., not- 
withstanding that women generally have a sense of color and the 
distinction between a gold stripe and a white stripe is sufficiently 
great to prevent confusion. 


Opposition to the registration of a trade-mark. Appeal from 
the Examiner of Interferences. Affirmed. 


Darby § Darby, of New York City, for Gotham Silk Hosiery 


Co., Inc. 
Joseph L. Levy, of New York City, for Van Raalte Company, 
Inc. 


FenninG, A. C.: Van Raalte Company, Inc., appeals from 
the action of the Examiner of Interferences sustaining the opposi- 
tion of the Gotham Silk Hosiery Co., Inc., to its application to reg- 
ister as a trade-mark for hosiery “a white stripe placed adjacent 
the upper edge of the stocking.” The Gotham Company owns 
registration No. 90,324, for a “golden stripe near the top of the 
stocking,” and registration No. 91,959, consisting of the words 
“gold stripe.”” Both parties apply their marks to women’s stock- 
ings, so that the goods are of the same descriptive properties. 

The Van Raalte Company alleges that the testimony shows 
that the Gotham Company does not come here with clean hands 
and therefore it should be refused relief. 

I am not sure that inequitable action on the part of the Gotham 
Company has been proven, but that is immaterial here. The pres- 
ent proceeding is not an equitable action, but is an action under 
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the statute. The sole question here is whether the applicant shall 
be granted registration giving it prima facie title to the exclusive 
use of its mark. If it should be proven that the Gotham Com- 
pany has not exclusive right to the use of its mark in the sense 
that a court of equity will enjoin the use of its mark by another, 
it would not indicate that applicant here was entitled to the ex- 
clusive use of its mark so it could enjoin the use of the mark by 
the Gotham Company. 

We are relegated, then, to the real question at issue here, which 
is, whether the marks of the parties are the same or so similar as 
to be likely to cause confusion in trade. Were this a question of 
first impression, I should be inclined to hold that the marks were 
so dissimilar as to warrant registration of both. It is well known 
that women generally have a sense, and an appreciation, of color, 
so that the distinction between a gold stripe and a white stripe is 
sufficiently great to prevent confusion between the two marks. In- 
deed, the two colors here involved are colors with which all people 
are familiar from early childhood, and it would seem reasonable 
to expect them to be readily distinguished by the public generally. 

From the trade-mark standard this conclusion would probably 
be justified by the holding of the Circuit Court of Appeals of the 
Eighth Circuit, in 4. Leschen & Sons Rope Co. v. Fuller, 218 Fed. 
786 [5 T. M. Rep. 87]. In that case there was involved a com- 
mon-law trade-mark consisting of a distinctive red strand in a cable. 
The defendant there had a similar mark differing only in that it 
was yellow in color. The court there held that plaintiff's mark 
was “‘limited to a red stripe or strand, and that limitation permits 
the use by others of wire rope with strands of other colors, and the 
defendants do not infringe that trade-mark because they use a 
yellow strand.” 

That decision might be so persuasive as to control us were it 
not for the fact that the identical matter there involved had pre- 
viously been considered on appeal from this office by the Court 
of Appeals of the District of Columbia. In A. Leschen §& Sons 
Rope Company v. Broderick §& Bascom Rope Company, 1911 C. D. 
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312, 164 O. G. 977, 86 App. D. C. 451 [1 T. M. Rep. 37], the 
Court of Appeals held: 

“The only difference in the marks is that of color. They are both 
used upon wire rope, and are both applied in substantially the same 
manner. It is admitted that appellant has used its mark for more than 
twenty years, and if this were a case of unfair competition there would 
be little doubt as to appellant’s right to relief, for while color, generally 
speaking, is not a proper subject for a trade-mark, a rival dealer may 
not appropriate another’s mark by merely changing its color. It is mani- 
fest that if appellee is entitled to use precisely the same mark as that 
used by appellant, but colored yellow instead of red, every color of the 
rainbow may be appropriated by other wire-rope manufacturers and may 
be similarly applied. Such a result, in our opinion, would lead to no end 
of confusion, the value of appellant’s mark would be destroyed, and the 
purchasing public would be liable to imposition.” 

The opposition was accordingly sustained. 

We therefore find ourselves in duty bound to follow the deci- 
sion of the, Court of Appeals of the District of Columbia, which 
leads us to sustain the present opposition. 

Applicant endeavors to distinguish this case from the case 
before the Court of Appeals, on the theory that the Leschen Com- 
pany was shown to be a pioneer in the use of a color mark on rope, 
whereas opposer in the present case was not such a pioneer. I am 
unable, however, to find anything in the decision of the Court of 
Appeals which would justify such a distinction. 


The opposition must be sustained. 
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MayFieLp Mixurne Co. v. Covineton Bros. & Co. 
(278 S. W. Rep. 562) 


Court of Appeals of Kentucky 
December 18, 1925 


Trape-Marxks aNd Trape-Names—Uwnrair Competirion—“TrENTON Cream” 
ann “Jersey Cream” For Frour—DrrrereNTIATING FEATvRES. 
Evidence held to show that advertisement on defendant’s flour, 

known as “Trenton Cream,” was not so shaped, colored, or phrased as 
to deceive purchasing public into believing it to be flour of plaintiff, 
known as “Jersey Cream.” 

Unrain Competrrion--Test—Decerprion or PurcHasers. 

To constitute unfair competition, it is not necessary that there 
be a purpose to pass one’s product as that of another; it being suffi- 
cient that because of insignia or similarity of product purchasers be- 
lieve it to be the product of another. 

Same—Recovery or Damaces—Decertion or Purcnaser Herp Unwneces- 
sary TO Oxstratn RELIEF. 

In an action to recover damages for unfair competition, it is not 
necessary that plaintiff show that any purchaser has actually been 
deceived by insignia; it being sufficient if similarity will probably 

bring about such result. 












In equity. Action for unfair competition. From a judgment 


of dismissal, plaintiff appeals. Affirmed. 








J. E. Warren, of Mayfield, Ky., for appellant. 
Stanfield § Stanfield, of Mayfield, Ky., for appellees. 


Turner, C.: About 35 or more years ago, the firm of Mayes, 
Reeves & Co. erected, in Mayfield, roller mills, and manufactured 
and sold flour. According to the usual custom, they made two or 
three grades of flour, and one of these was known by the trade- 
name of “Jersey Cream,” and in the sale and distribution of that 
flour they adopted as a trade insignia or device on the package 
containing it the picture of a Jersey cow standing upon a green- 
sward, together with the name of the firm and other distinguishing 
devices. The milling property, together with its trade-names and 
good-will, was thereafter sold to two or three succeeding firms, 
and finally, in about 1920, the same, together with the trade-names 
and good-will, became the property of appellant, a corporation. 

Each of the firms and the corporation marketed in several 
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counties in western Kentucky, and in two or more counties in Ten- 
nessee, the flour known as “Jersey Cream,” and continued to market 
and distribute the same in packages containing the same insignia 
or device, with possibly a slight variation after appellant began 
to operate the roller mills. A large trade in this “Jersey Cream” 
flour had thus been built up in that territory. 

Appellee is likewise a corporation, which operates three large 
grocery stores in western Kentucky, one at Paducah, one at May- 
field, and another at Murray. It does a jobbing trade, and in the 
spring of 1924, through an arrangement with the Trenton Milling 
Company of Trenton, IIl., it began to handle several grades of 
flour manufactured by the Trenton Company. Among other brands 
made and marketed by the Trenton company was one known as 
“Trenton Cream,” and when appellee began the distribution of 
that brand in the territory where appellant’s brand had previously 
been marketed this action was instituted by appellant against the 
grocery company charging it with unfair competition and asking 
for an accounting. 

The allegations of the original petition are, in substance, that 
the “Jersey Cream” was one of appellant’s leading products, and 
had been during the period named a standard grade of patent flour, 
and had a well-established and distinguishing trade-mark or name, 
“Jersey Cream,’ and that those words were used in marketing 
the same in connection with the picture of a Jersey cow, beneath 
which picture was a picture of green grass, and that those words 
and pictures, taken together, under the arrangement so adopted 
and used had a well-defined and distinctive meaning to users of 
patent flour in the territory designated, and that plaintiff and its 
predecessors during the time mentioned had expended large sums 
of money in advertising the product under that trade-name, and 
had by such advertising and correct business methods built up a 
good reputation for that brand of flour so sold and marketed by it. 
It is then alleged that defendant, well knowing of the reputation 
of such brand, and the names and location of plaintiff’s various 
customers therefor, with the design to injure plaintiff in its good- 
will and to deprive it of profits thereon, had begun selling to plain- 
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tiff’s customers and others in that territory flour made in the State 
of Illinois known and labeled as “Trenton Cream,’ which latter 
words are likewise accompanied by the picture of a Jersey cow 
standing upon a plot of green grass, and so similarly arranged in 
words and devices as to enable it to make sales in that territory 
which it could not otherwise have made, and to receive orders which 
it would not otherwise have received; and that defendant had used 
means and devices, and had through its agents and representatives 
made statements and representations, calculated to deceive the pub- 
lic and cause the belief by members of the public that when they 
purchased defendant’s flour they were purchasing the flour manu- 
factured and sold by plaintiff. 

The answer in the first paragraph put in issue the material 
allegations of the petition, and in a second paragraph affirmatively 
alleges that defendant had been engaged in the wholesale grocery 
business for at least 40 years, and at all times during that period 
had engaged in marketing flour manufactured by various millers 
throughout the United States, and that in the usual course of its 
business it had begun selling in the territory named flour manufac- 
tured by the Trenton Milling Company located at Trenton, IIl., in 
the same size sacks as those set forth in the plaintiff’s petition. It 
then alleges that the Trenton Milling Company is an old estab- 
lished manufacturer of flour, and has been engaged in the manu- 
facture of “Trenton Cream’ flour for a period of 29 years con- 
tinuously, and during such period has continuously, and without 
interruption, sold the same under the name of “Trenton Cream” in 


the sacks so referred to. It is then affirmatively alleged that there 


is no similarity whatever between the actual words “Jersey Cream” 
and “Trenton Cream,” and that there is no similarity in the general 
design of the two labels, except that each label or sack embodies 
the picture of a cow in yellow, and that the use of the picture of 
the cow in yellow is quite common among the manufacturers of 
flour; it says that the trade-name and label used on the “Trenton 
Cream” flour is so distinct and dissimilar from that used on the 
flour designated as “Jersey Cream,” that it could not and does not 
mislead the public as to the identity of the flour being sold, and that 
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its sales of “Trenton Cream” has been upon its merits, and in no 
instance has it made any statement or representation intended or 
calculated to deceive the public or to lead any member of the public 
to believe that in purchasing “Trenton Cream” they were purchas- 
ing “Jersey Cream.” 

A reply put the affirmative allegations of the answer in issue, 
and, upon a submission, after the taking of evidence, the plaintiff’s 
petition was dismissed, from which this appeal is prosecuted. 

There was a failure of proof by the plaintiff that defendant, 
through its agents and traveling men, or otherwise, had made state- 
ments and representations calculated to deceive the public or pur- 
chasers of flour into believing that the “Trenton Cream” and the 
“Jersey Cream” were one and the same, or that in the purchase of 
“Trenton Cream” they were buying “Jersey Cream.” So that the 
only question presented on this appeal is whether the two con- 
tainers or sacks in which the two brands were sold were so similar in 
their insignia, symbols, general characteristics, and arrangement 
as to constitute unfair competition in making the public or any 
considerable part of it believe that when a purchase of “Trenton 


, 


Cream” was made it was a purchase of “Jersey Cream.” We have 
before us the originals of two exhibits filed in the lower court, and 
by agreement sent to this court, each being a sack or container 
with the insignia, symbols, and arrangements used by each company 
in marketing its flour, and each designed to hold 24 pounds of flour. 
The figures and letters on appellant’s sack are “24 lbs.” in large 
blue letters at the top, and above the printing showing the cor- 
porate name; the figures and letters on appellee’s sack are ‘24 lbs. 
Flour” in much smaller and very different shaped figures and let- 
ters, printed in bright red, and below the large red letters ““Tren- 
ton Roller Mills.’”’ Then, on appellant’s sack next below is a large 
circle in blue with scallops around the outer circle, and within that 
large circle is a smaller plain circle in blue; between the two circles 
and around the top of the inner circle appear in fair size green 
letters in a semicircular form the words “Mayfield Milling Com- 
pany,” and at the bottom in the same space “Mayfield, Ky.” Within 


the smaller circle appears in yellow the picture of a cow standing 
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upon a plot of green grass, and over the cow, and within the inner 
circle, is the word “Jersey,” and under the cow, and below the 
picture of the green grass, the word “Cream,” both of these words 
being in good-sized letters of blue. Then below the two circles in 
blue are the words “High Grade Patent Flour,” the latter two 
words in much larger type than the first two; and then below that 
near the bottom of the sack in smaller blue letters are the words 
“Bleached Jersey Cream Flour.” The general appearance of appel- 
lant’s sack is an attractive advertisement in blue, with the small 
picture of a cow in yellow upon a greensward, as indicated, and 
with the corporate name and address in green letters. 

On the other hand, on appellee’s sack toward the top in large 
red letters are the words “Trenton Roller Mills,” the words “Roller 
Mills” being in much larger type than the word “Trenton,” and 
differently shaped. Just below those words, and above the picture 
of the cow, are the words “24 lbs. Flour,” above described,” in much 
smaller red letters. Then below that is a large picture of a cow 


in yellow standing on a greensward, both yellow and green being 
paler in color than that on appellant’s sack; and not only is the 


picture of the cow in no circle whatsoever, but the picture is from 


two and one-half to three times as large as the picture of the cow 
on appellant’s sack. Then below that in large red letters are the 
words “Trenton Cream,” and below that in much smaller blue 
letters are the words “Trenton Milling Company, Trenton, IIl.,” 
and below that, in still smaller red letters, are the words, “Bleached 
Trenton Cream.” So that the general appearance of appellee’s 
sack as so decorated is an advertisement with the dominant color 
red, and with a picture of the cow so much larger, and so differently 
arranged as to show very little similarity between the two. Not 
only is the coloring in the one dominated by a bright red while the 
general color scheme of the other is dark blue, but the shape of the 
letters is very different; the size of the cow on the one is very 
much larger than the other, even though the general coloring is 
the same, that there can be said to be no striking similarity in ap- 
pearance. The wording, it is true, on one is somewhat similar to 
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that on the other, but this necessarily grows out of the nature of 
the product each was advertising. 

The fundamental element in unfair competition is the element 
of deception; either one must directly represent his goods as that 
of another, or he must deceive the purchasing public of that article 
by placing it upon the market in such form and dressed with such 
symbols or insignia as to deceive them into believing it is the product 
of another. Without either direct deception or indirect deception 
practiced through trade methods, there can be no unfair competition. 

In this case clearly there was no purpose upon the part of the 
manufacturer of the Illinois flour to pass its product off for that 
of appellant, for it appears that, although that manufacturer had 
been producing this brand of flour for 29 years, presumably with 
the same advertising insignia on its sacks, it had never been sold 
in appellant’s territory until the spring of 1924. But it is not 
essential that there should have been such purpose either by the 
manufacturer or the jobber; for if that flour was placed upon the 
market in such packages as to result in confusion or mistake by 
the purchasers, and they were, because of the insignia or symbols 
or their similarity, caused to believe that it was appellant’s flour, 
the result would be the same to it whether or not it was designedly 
done. It is not even necessary that the plaintiff should actually 
show that any purchaser had been deceived by such insignia; but 
if it bore such similarity to that of the other as to probably bring 
about such a result, still it is unfair competition, and the relief may 
be granted. 38 Cyc. p. 773 et seq.; Rains § Sons v. White, Haucke 
§ Co., 107 Ky. 114, 52 S. W. 970, 21 Ky. Law Rep. 742; Newport 
Sand Bank Co. v. Monarch Sand Mining Co., 144 Ky. 7, 187 S. W. 
784, 34 L. R. A. (N. S.) 1040; Crutcher & Starks v. Starks, 161 
Ky. 690, 171 S. W. 433; Metcalfe v. Brand, 86 Ky. 831, 5 S. W. 
778, 9 Ky. Law Rep. 801, 9 Am. St. Rep. 282; Avery §& Sons v. 
Meikle & Co., 81 Ky. 118. 

In the Kentucky cases the articles dealt with, either in trade- 
mark cases or cases of unfair competition, were so essentially dif- 
ferent as to furnish no illustration of the rules applicable here. 
For instance, in the Avery case the subject-matter was the manu- 








248 SIXTEEN TRADE-MARK REPORTER 


facture of plows with certain figures and signs placed upon the 
metal in them by the process of manufacture, while here we are 
dealing only with the question of similarity between the advertising 
matter printed upon the containers used by the party. 

Keeping in mind the rule that there can be no unfair competi- 
tion by the use of insignia or symbol of trade, unless the insignia 
or symbol has a tendency to and probably will deceive at least 
some part of the public into believing when they purchase one 
man’s product they are purchasing that of another, we are im- 
pelled to agree with the chancellor below after a careful inspection 
and study of the two exhibits referred to. That inspection con- 
vinces us that, in view of the wholly dissimilar appearance of the 
two sacks, together with the coloring of the printed matter and the 
arrangement and size of the dominant device—the cow—no or- 
dinarily intelligent person could possibly purchase appellee’s prod- 
uct thinking he was receiving that of appellant. The difference in 
the coloring, the size of the letters and their arrangement, the size 
of the two cows, the fact that the smaller cow appears within a 
circle, while the larger one does not, is wholly inconsistent with 
any conception that an ordinarily sensible person could be de- 
ceived by any so-called similarity in the two insignia or trade adver- 
tisements. 

As said in Armour & Co. v. Louisville Provision Co. (C. C. A.) 
288 F. 42 [13 T. M. Rep. 44]: 


“To sustain a charge of unfair competition it must at least appear 
that defendant’s conduct had a tendency (or was calculated) to palm off 
its goods as those of plaintiff.” 


Judgment affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register 
the words “Frantex Mills’ as a trade-mark for wool, silk and 
cotton dress goods, in view of the prior registration of the word 
“Flantex,” for napped cotton shirtings, on the grounds that the 
goods are of the same descriptive properties and that the marks 
are so similar that their contemporaneous use on these goods would 
be likely to cause confusion in trade. 

In his decision, the Assistant Commissioner pointed out that 
under prior rulings the Examiner was justified in holding the goods 
to be of the same descriptive properties and that applicant did not 
appear to argue to the contrary, and, with respect to the similarity 
of the marks; said: 


“While a comparison of the two words shows dissimilarity, yet the 
members of the public while making purchases have not the opportunity 
to make the comparison. As a rule they compare mental pictures, pre- 
viously formed, with those reflected from the trade-marks under observa- 
tion. And even if they were able to carry the distinctions in mind they 
would not be likely to remember whether the goods last purchased by them 
were sold under the ‘Frantex’ mark or the ‘Flantex’ mark. Trade- 
marks should possess characteristic distinctions such as would be readily 
observed and remembered by the public. 


© 7 * * 7. * 


“As to the derivation of the two words, this is a matter with which 
the public has no concern. Nor would the average members of the public 
be likely to comprehend the descriptive distinctions of the two words, 
pointed out by the applicant, when both words are applied to goods having 
the same descriptive properties.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Po-Go” as a trade-mark for rouge, in view 
of the prior use and registration by opposer of the mark “Poro” 
as a trade-mark for preparations for the hair and scalp and the 
subsequent use of this mark upon rouge on the grounds that the 
marks are deceptively similar and the goods are of the same de- 
scriptive properties. 

In his decision, after referring to the decision of the Court 


Ex parte, Frank & Company, 151 M. D. 165, April 2, 1926. 
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of Appeals in Ho-Ro-Co Mfg. Co. v. Malone, 344 O. G. 543, 
D. C. —— [16 T. M. Rep. 42], in which it was held that the 
marks “Ho-Ro-Co” and “Poro” are deceptively similar, and that 
certain toilet preparations, including rouge, are goods of the same 
descriptive properties as preparations for the treatment of the hair 
and scalp, the First Assistant Commissioner said: 


“It is thought this decision is quite persuasive that the holding of 
the Examiner of Trade-Mark Interferences in the instant case is sound. 
The applicant’s notation is more nearly like the trade-mark of the opposer 
than is the mark ‘Ho-Ro-Co’ of the above noted adjudicated case. Indeed 
the applicant’s mark is, both in spelling and sound, quite like that of 
the opposer. It is thought anyone noting the applicant’s mark on its box 
of rouge and being familiar with the opposer’s mark upon the hair prepara- 
tion would be misled in thinking both had the same origin. 

* * ~ * * + * 


“There appears to be nothing in this contention which would entitle 
it to any other decision than that reached by the Examiner. The registra- 
tions to which applicant has called attention of marks which are claimed 
to be equally similar to opposer’s mark cannot be held determinative of 
the applicant’s contentions here. It may be opposer is not aware of such 
use of these other marks, they may not be in actual use or opposer may 
have taken steps to stop such use. The registrations are all long subse- 
quent to opposer’s date of adoption and use. Opposer’s mark is fanciful 
and she is entitled to its reasonable protection.” ? 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the notation “Reflex” as a trade-mark for electrical apparatus, 
and more particularly radio receivers and parts. 

The grounds of this decision are that the opposer had shown 
damage in that it had used the mark in a descriptive sense and 
that the mark is not registrable because descriptive of the goods 
upon which it is used. 

In his decision, after describing the character of the goods 
upon which this notation is used, the First Assistant Commissioner 
said: 

“It is doubtful if the term ‘reflex’ correctly describes just what takes 
place in a circuit of this kind but it is believed this fact is immaterial. 
It is true enough, there is a certain turning back or directing back of 


energy and signal frequency in a system of this kind and it is satisfactorily 
shown that those familiar with this art had, prior to any trade-mark use 


* Malone v. Gibson, 151 M. D. 167, April 3, 1926. 
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by Priess, learned to distinguish this kind of a receiving circuit, or to 
describe such by the term ‘reflex.’ It is unimportant, for the purpose of 
reaching a decision here, whether Priess first suggested this term. In 
February, 1923, as shown by the copy of Radio News, it is apparent that 
the term was in use to describe apparatus of this character. It is also 
established beyond reasonable doubt * * * that the term ‘reflex’ had be- 
come, in 1922, a recognized term, descriptive of a type of radio receiving 
set having this characteristic of feeding the energy through a vacuum tube 
twice to get a first and a second amplification.” * 


Kinnan, F. A. C.: Held that, of the three parties to the 
interference, the Electrical Research Laboratories had established 
use of the term “Duo-Reflex” prior to the use by either Acme 
Apparatus Company, or William H. Priess of the term “Reflex” 
as applied to similar goods. Held further that neither the term 
“Reflex” nor “Duo-Reflex’” was registrable as applied to radio 
electrical appliances, because descriptive of the goods. 

The holding with respect to descriptiveness is stated in Oppo- 
sition No. 5,001 (see ante, p. 250) and has been set out in the 
digest of that decision. 

After pointing out that the DeForest Radio Telephone and 
Telegraph Company had manufactured radio sets under a license 
from Priess and had placed on them the term “DeForest Reflex,” 


the First Assistant Commissioner said: 


“It may be regarded as settled law that a manufacturer may produce 
goods bearing the trade-mark of another party for the latter to sell, but 
there does not appear to be any warrant for the view that a mere license 
to a manufacturer to sell certain goods on which a trade-mark is used and 
a royalty is paid an inventor constitutes trade-mark use of the trade- 
mark by the inventor. 

“Priess was merely paid a royalty and the DeForest Company sold 
the goods. Priess was not concerned with the price obtained for the 
goods, the advertising or creating a market for them or selling them. His 
name did not appear in connection with the mark or notation nor was 
there anything to indicate that he, rather than DeForest, was the seller 
under the mark of the goods, or that he had anything to do with their 
production or sale.” 


With respect to the use of the mark by the Electrical Research 
Laboratories, the First Assistant Commissioner said: 


“In the taking of testimony, it has fairly proved sales made in January 
of 1923. The Examiner of Interferences correctly held the production 


* Electrical Research Laboratories v. Priess, 151 M. D. 173, April 5, 
1926. 
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and distribution of the blue prints during the year 1922, even if they 
were sold, would not establish use of the notation ‘Duo-Reflex’ as a 
trade-mark at such time.” 


With respect to the use of the mark by the Acme Apparatus 
Company he said: 


“The Acme Apparatus Company received the suggestion, as appears 
established by its proofs, of the word ‘Reflex’ from the party Priess and 
paid Priess for a license to use certain improvements covered by patent 
applications which Priess had on file in the Patent Office. The Acme 
Company, however, appear not to have sold any goods bearing the mark 
at any time prior to February 5, 1923. 

* * * +. * * * 

“The presentation of a set to the wife of a stockholder cannot be 

regarded as a sale which would establish trade-mark ownership.” * 


Kinnan, F. A. C. Held that the use and registration by the 
opposer of the term “Fashionknit” for neckties, knitted sweaters, 
hats, ete., would not prevent the registration by the applicant of 
the notation “Fashionwear”’ as a trade-mark for work, negligee and 
dress shirts, but that the term ‘“Fashionwear” was not registrable 
as a trade-mark for these goods because descriptive thereof. 

In his decision the First Assistant Commissioner held that the 
goods of the two parties are of the same descriptive properties, 
but the marks are not confusingly similar. 

With reference to the first question, he said: 


“It is believed the Examiner of Trade-Mark Interferences properly 
held the goods of both parties belong to the same class within the meaning 
of the decision upon which that tribunal relied. 

* * * * * * % 


“The question, as is well understood, is not whether a purchaser would 
mistake one garment for the other but whether, being familiar with the 
waists and union suits, the purchaser of them would, on seeing the same 
trade-mark on work shirts, be led to believe the latter garments had the 
same origin.” 


With reference to the similarity of the marks, he said: 


“The two marks are identical as to the word ‘fashion’ but are wholly 
dissimilar as to the words ‘knit’ and ‘wear.’ It is noted that opposer’s 
mark ‘Fashionknit’ has been held by the District Court, S. D. New York, 
297 Fed. 247, to be descriptive when applied to knit sweaters and that 
such holding has been affirmed by the Court of Appeals, 2nd Cir., 4 Fed. 


“Acme Apparatus Co. v. Electrical Research Laboratories v. Priess, 
151 M. D. 174, April 5, 1926. 
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(2d) 1018. The District Court noted that the notatiun meant merely 
‘knit in fashion’ or ‘fashionably knit. That holding suggests, what is 
quite obvious anyway, that the word ‘fashion’ is clearly descriptive of 
wearing apparel and, in consequence, no one has the right to the exclusive 
use of that word. With this view, then, the similarity of the two marks 
or notations loses its significance in connection with these proceedings 
and opposer’s contentions. The other two words, ‘knit’ and ‘wear, have 
no similarity in significance, spelling, sound or appearance.” 


With reference to the question of descriptiveness, he said: 


“Applicant’s mark would seem to be clearly descriptive of the goods. 
To designate that a shirt or any other garment is cut to fit or to simulate 
fashion is merely to describe its character as a fashionable garment. The 
notation ‘Fashionwear’ merely means fashionable wearing apparel. It is 
not thought the average purchaser would obtain any notion, on seeing 
the mark, that the word ‘wear’ referred to durability of the garment. To 
style a shirt ‘fashionwear’ is merely to state that it is fashionable wearing 
apparel.” ® 


Kinnan, F. A. C.: Held that the notation “Space Heater” 
is not registrable as a trade-mark for sheathed electric heaters on 
the ground that the mark is descriptive of the goods. 

In his decision, the First Assistant Commissioner said: 


“The average purchaser would know the heater was not intended to 
and could not heat all space, but would at once infer, from the notation 
‘Space Heater, that the heater would heat the space surrounding such 
heater. The public would readily understand the heater would heat a 
room, if the latter were not too large, in which the heater was placed. 
The notation is as fully descriptive as if it were ‘Room Heater’ or ‘Air 
Heater.’ There does not seem to be any other inference to be drawn 
from the term sought to be registered than that it merely gives informa- 
tion as to a characteristic of the goods. The distinction between suggestive 
marks, which are registrable, and descriptive terms, which as clearly are 
not registrable, is not always easy to define, but where, without any reflec- 
tion on the part of the purchasing public, the notation directly imparts 
information as to the quality or characteristic of the article, the notation 
is descriptive and its registration is prohibited by the statute.” * 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation ““My-T-Fine” as a trade-mark for canned fruits, not- 
withstanding the prior use of the same mark by opposer as a trade- 

‘Franklin Knitting Mills, Inc. v. Fashion Wear Shirt Co., 151 M. D. 
178, April 7, 1926. 


*Ex parte, The Cutler-Hammer Mfg. Co., 151 M. D. 187, April 24, 
1926. 
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mark for mixture of desserts, ice cream sauces, pie and cake filling 
and fudge on the ground that the goods of the parties are not of 
the same descriptive properties and therefore the use of the mark 
on these goods would not be likely to cause confusion. 

In his decision, after pointing out that the opposer and the 
applicant had used the marks on the respective goods for nearly 
ten years without any objection on the part of the opposer; that 
the latter did not register its mark until nine years after it began 
using it and that there is little or no evidence of any confusion, 
the First Assistant Commissioner said: 


“It is not believed the goods can be held to possess the same de- 
scriptive properties within the meaning of the statute as it has been 
interpreted (citing decisions). To hold otherwise would be in effect to 
rule that substantially all food products put up in small packages or 
cans and sold in retail stores belong to the same class. Almost none of 
these food products are any farther apart in appearance and general 
nature and character than are the goods of the opposer and those of the 
applicant. 

* * * * * * * 

“With the multitude of food products which are put up in small 
packages or containers, are sold in the same stores for small prices, are 
purchased by children and servants, and ordered by telephone, purchasers 
must and do exercise some discrimination as to the origin of the goods.” 


He further said, after referring to the fact that the same 
mark had been registered for flour on a claimed use which goes 
back of the opposer’s use and the notation “Mity-Nice” registered 
for coffee: 

“While these registrations are not conclusive that opposer did not coin 
the mark in the first instance, yet in the absence of evidence to the con- 
trary they suggest opposer merely adopted an old mark and applied it 


to a different class of goods. It is believed a breadth of protection which 


would exclude the applicant’s use of this mark cannot be awarded the 
opposer.” ? 


Goods of Same Descriptive Properties 


Moore, A. C.: Held that applicant is not entitled to register 
the word “Uritonol” as a trade-mark for a tonic, in view of the 
prior use by opposer of the word “Uritone” as a trade-mark for a 
similar preparation. 


*The D. & C. Co., Inc. v. Everett Fruit Products Co., 151 M. D. 168, 
April 13, 1926. 
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The ground of the decision is that the goods of the respective 
parties are of the same descriptive properties, notwithstanding one 
is placed on the market in a liquid and the other in a solid state 
and that both of them ate designed primarily to be sold on pre- 
scriptions, and that the marks are so similar that their use upon 
these goods would be likely io cause confusion. 

In his decision, after referring to the provisions of the statute, 
the Assistant Commissioner said: 


“The purpose of the act being to protect trade-marks from infringe- 
ment, it could not fulfill its purpose if similar trade-marks appropriated 
to goods of the same descriptive properties were allowed registration. 
And the fact, assuming it to be a fact, that the goods are not sold to 
the general public, but are sold only to retail druggists and physicians, 
does not give to the appellant the right to register its mark as against 
prior adoption and use of a similar mark by Parke, Davis & Company. 


* * * * * * * 


“That the goods of the respective parties have the same descriptive 
properties is practically admitted. Whether they are prepared for the 
market in a liquid or a solid state is immaterial.” (Vick Chemical Co. v. 
George J. McCabe, 146 Ms. Dec. 212 [14 T. M. Rep. 388].)* 


Non-Conflicting Marks 


Krinnan, F. A. C.: Held that the applicant is entitled to 
register as a trade-mark for motor oils, kerosene, gasoline and illu- 
minating oils the words “Penn Seal,” appearing in broken or sten- 
ciled letters upon the representation of a seal having within an 
oval the words “Certified 100% Pure Pennsylvania,” and the word 
“Gasoline,” the lettering being disclaimed, notwithstanding the 
prior use by opposer as a trade-mark for the same goods, of the 
term “Pennzoil” placed diagonally across the representation of a 
cracked Liberty Bell, below which appear the words “Safe Lubri- 
cation” and above which are the words “Supreme Pennsylvania 
Quality,” and the registration by its predecessors of the words 
“Pennzoil” and “Pennoil.” 

The ground of the decision is that the term ‘Penn’ is geo- 
graphically descriptive, merely indicating Pennsylvania, that any- 
one has a right to use this term to indicate that the oils are made 


* Parke, Davis & Company v. Brewer & Co., Inc., 151 M. D. 192, April 
28, 1926. 
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from Pennsylvania crude oil and the term “Seal” is so unlike the 
word “Oil” or the term “Zoil’ that there would be no likelihood 
of confusion. 

In his decision, after stating that Pennsylvania crude oil has 
an excellent reputation, of which products obtained from it some- 
what partake, and that both parties obtain their products from 
Pennsylvania crude oil, the First Assistant Commissioner said: 

“The notation ‘Penn’ is the recognized abbreviation of the name of 
the State of Pennsylvania. Anyone seeing this notation ‘Penn’ would 
recognize it as indicating the State of Pennsylvania almost as readily as 
if the entire name appeared. Opposer’s notation is somewhat suggestive 
of the product coming from Pennsylvania. In its trade-mark, therefore, 
there is the geographical suggestion coupled with the name of the product. 
The notation suggests Penn’s oil. It is not thought opposer, notwith- 
standing its earlier entrance into the field, is entitled to exclude all others 


from indicating, in connection with a trade-mark upon similar goods, that 
the latter come from Pennsylvania. 


* * 7 * * 7 * 


“Both the opposed and the applicant are entitled to use the notation 
‘Penn’ since this merely indicates to the average purchaser that the prod- 
ucts come from Pennsylvania oil. The word ‘seal’ is thought to be wholly 
unlike the word ‘oil’ or the term ‘zoil’ in appearance, sound, spelling and 
significance. The word ‘seal’ is a recognized word having a definite mean- 
ing wholly foreign to the meaning of the word ‘oil’ and having no simi- 
larity to any possible meaning of the notation ‘zoil.2 The marks are not 
only thus dissimilar, save as to the notation ‘Penn, which is common 
property, but they are used in totally dissimilar surroundings.” ® 


Part of Corporate Name 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “‘Fiberoid” as a trade-mark for ready-mixed paints 
in view of the corporate name of The Fiberloid Corporation, which 
manufactures goods which are regarded as of the same descriptive 
properties as applicant’s, and of its registration of the mark “Fiber- 
loid” and for the further reason that the term “Fiberoid’’ is re- 
garded as descriptive of applicant’s goods. 

In his decision, after referring to the testimony of the opposer 
showing that it and its predecessors have used the word ‘Fiber- 


loid”’ for nearly thirty years, the First Assistant Commissioner said: 


*The Penzoil Co. v. Independent Refining Co., 151 M. D. 180, April 
8, 1926. 
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“There seems to be substantially no difference between the notation 
‘Fiberoid’ and the opposer’s corporate name. It is doubtful if the average 
purchaser of the applicant’s or the opposer’s goods could be relied upon 
to even note that the single letter ‘L’ was present in one name and not in 
the other. It is thought a fair conclusion, since the word ‘Fiberloid’ con- 
stitutes substantially opposer’s entire corporate name and the notation 
‘Fiberoid’ adopted by applicant is so similar, that probable damage of 
reputation exists if applicant uses its mark in trade where the opposer 
corporation is known.” 


After referring to the recent decision of the Supreme Court of 
the United States in American Steel Foundries v. Robertson, et al., 
342 O. G. 711, —— U. S. [16 T. M. Rep. 51], and noting 
that while the goods first produced by opposer, namely, articles 
made of pyroxylin, in the nature of celluloid advertising envelopes, 


toilet articles, etc., are not goods of the same descriptive proper- 


ties as ready-mixed paint, but that opposer began later to produce 
pyroxylin lacquer, which is mainly used as a varnish for finishing 
wood or metal, he said: 


“It is thought this product possesses the same descriptive properties 
as the ready-mixed paint on which applicant uses his notation. Both 
products are used as protecting and beautifying coatings of wood and 
metal; both are sold in metal containers ready for use, and are applied 
in substantially the same way. In view of these facts, it is thought the 
applicant should not be permitted registration of a mark so nearly iden- 
tical with the entire corporate name of the opposer and so nearly identical 
with the trade-mark used by opposer.” 


With reference to the question of the descriptiveness of the 
term “Fiberoid,” he said: 


“Taking up the question of the applicant’s mark being descriptive of 
his goods, which question may properly be considered here (Jn re Herbst, 
141 O. G. 286, 32 App. D. C. 565), it is noted the applicant states in his 
answer to the notice of opposition, that his product ‘is composed prin- 
cipally of asbestos fiber and Gilsenite asphalt... Under these conditions 
it is quite evident the notation or term ‘fiberoid’ is descriptive of the 
goods. The terminal portion ‘oid’ of the word is quite common in de- 
scriptive names used for similar materials, such as celluloid, ruberoid, and 
many other materials. 

= * + * 7 * 

“Clearly enough, the purchaser would understand the paint sold under 
the notation was fiber-like or included some fibrous material in its com- 
position.” * 


* The Fiberloid Corporation v. David Moyer, 151 M. D. 182, April 12, 
1926. 
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Prior Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Electrola” as a trade-mark for radio receiving 
sets, etc., in view of the prior adoption and use by the opposer of 
the same mark for talking machines, talking machine parts, etc., 
the ground being that the goods of the two parties are of sub- 
stantially the same descriptive properties and the contemporaneous 
use of this mark thereon would be likely to cause confusion. 

In his decision, the First Assistant Commissioner, after re- 
ferring to the prior adoption and extensive use of its mark by the 
opposer, said: 

“In view of the foregoing, there is presented the situation of a com- 
pany adopting and using the identical mark of another company, which 
trade-mark has been extensively advertised, and is widely and favorably 
known as indicating the product of the latter company. Under these 
circumstances, since the applicant company had an unlimited field from 
which to select its trade-mark, the choosing of the mark of the opposer 
company must be regarded as an act performed for the purpose of obtain- 
ing some advantage from the opposer’s expenditures and established good- 
will. All doubts should, in consequence, be resolved against the new- 
comer.” 

After noting that the evidence showed that the opposer had 
been producing and putting upon the market dual mechanism, in- 
cluding a phonograph and a radio receiving set, and that it had 
already sought to expand its business to include the radio receiving 
set construction, and noting that radio receiving sets are capable 
of a wider use than phonographs and that many persons who for- 
merly used or would have purchased phonographs have purchased 
radio receiving sets and installed them in the home for entertain- 
ment, and that both of these devices, which are converters of en- 
ergy into sound, vibrate a diaphragm and use an amplifier, he said: 


“Under these conditions, it is believed that confusion in trade would 
be probable if the applicant should be permitted to use the same mark 
upon its goods as the opposer uses upon its products. 

* * + - * * * 
“It is believed the applicant should not be permitted to use the long 


established and widely known trade-mark of the opposer upon radio 
receiving sets.” ™ 


* Victor Talking Machine Co. v. The American Specialty Co., 151 M. D. 
156, March 9, 1926. 
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Publici Juris 


Kinnan, F. A. C.: Held that the use and registration by the 
No-Leak-O Piston Ring Company of a trade-mark for piston rings 
including the representation of a seal surrounded by a piston ring, 
the latter showing a step joint for the ends, the representation 
of the packing ring being disclaimed, was no ground for cancelling 
the registration of a trade-mark for the same goods consisting of 
the representation of a cracked liberty bell surrounded by a piston 
ring having stepped ends with the word “Liberty” thereabove. 

After pointing out that two grounds were urged in support 
of the application for cancellation, namely, that the registered mark 
included the piston ring as a distinct and prominent part of the 
mark and that this is a representation of a ring which the No- 
I.eak-O Piston Ring Company is manufacturing under a license, 
Dr. Kinnan said: 


“Referring to the first ground, it seems clear that the representation 
of a piston ring is not a feature which can be controlled by petitioner or 
one to which it has any exclusive right. The fact that petitioner disclaims 
such a ring in its own registration indicates the correctness of this con- 
clusion. It would appear plain, further, the ring is not such a prominent 
and material part of respondent’s mark as to lead to confusion of marks. 
The representation of a ring being purely publici juris, and the other 
features of the two marks being wholly dissimilar, it is believed that 
petitioner’s first ground must fail. 

“As to the ring forming the subject matter of the reissue patent, * * * 
it is not believed the ring fairly discloses any such feature and, in conse- 
quence, the ring must be regarded as such a ring as others have the right 
to use and illustrate. The representation of the ring is disclaimed. Being 
unable, as was the Examiner of Trade-Mark Interferences, to discover 
the patented feature in the illustration of respondent’s mark, there seems 
to be no merit in petitioner’s second contention.” ” 


Moore, A. C.: Held that applicant was entitled to register 
as a trade-mark for preserved milk a mark consisting of a circle 
having the name Mondamin Farm printed above and around it. a 
pictorial representation within the circle of a person milking, and 
the word “Chocomilk” written with the three syllables one above 
the other, notwithstanding the prior registration by H. Blount 


* No-Leak-O Piston Ring Company v. Ralph M. Hallam, 151 M. D. 
103, January 8, 1926. 
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Hunter of the term “Chocolishus” as a trade-mark for prepara- 










tions of chocolate, milk and sugar, and cocoa, milk and sugar. 
The ground of the decision is that no one has a right to ex- 
clude other persons from using an abbreviation of such a well- 
known article of commerce as chocolate and that the two marks 
are otherwise not deceptively similar. 
In his decision the Assistant Commissioner said: 











“The abbreviation ‘Choco’ is not the dominant feature of the Russell 
trade-mark. Nor is there any such similarity between the two-marks, 
either as to appearance or sound, as would lead to confusion in trade. 
As pointed out by the Acting Examiner of Interferences, the only feature 
common to the two marks is the abbreviation ‘Choco.’ Clearly Hunter 
has no right to exclude the use by others of any trade-mark that includes 
the name or abbreviation of the name of such a well-known article of 
commerce as chocolate, when the mark is applied to goods with which the 
article is commonly used.” * 


Refusal to Reopen 










Kinnan, F. A. C.: Refusal to reopen case after testimony 
had been taken and decision rendered by the Examiner of Inter- 
ferences, where it was sought to introduce evidence to show that 
another company had used the name “American Ink Company.”’ 

The ground for the refusal to reopen was that there was no 
showing as to when the existence of this other company was ascer- 
tained by the moving party and it is not apparent why its existence 
could not have been ascertained at any time and, further, that 
under the decisions of the Court of Appeals of the District of 
Columbia in Standard Brewery Company v. Interboro Brewing 
Company, Inc., 222 O. G. 728, 44 App. D. C. 198 [6 T. M. Rep. 
139] and Hood Rubber Company v. Needham Tire Company, 258 
O. G. 643, 48 App. D. C. 227 [9 T. M. Rep. 68], the alleged use 
by a third party was immaterial to the right of the petitioner for 
cancellation to bring the proceeding." 


Rogertson, C.: Held that an interference would not be re- 
opened, after testimony had been taken by both parties, to give 





** Hunter v. Russell, 151 M. D. 186, April 22, 1926. 
“The American Printing Ink Co. v. American Printing Ink Co., 151 
M. D. 189, April 24, 1926. 
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the moving party an opportunity to show that the words “Queen 
Anne” constituted part of the name of another corporation. 

The decision is based on the ground that no sufficient excuse 
is given for the delay in bringing the motion and on the ground 
that after both parties had taken testimony the interference should 
n0t be suspended to determine the right of registration of one of 
the parties only, since all the questions can be considered by the 
Examiner of Interferences at final hearing. 

In his decision, after stating that the excuse for the delay in 
bringing the motion was that the moving party had only recently 
learned of the decision in Cracker Jack Co. v. Aspegren & Co., 151 
Ms. Dec. 18 [15 T. M. Rep. 427], decided August 21, 1925, the 
Commissioner said: 


“With respect to the excuse for the delay, it is to be noted that the 
question decided in the Cracker Jack case was considered and decided 
by the Court-of Appeals of the District of Columbia in the case of 
Howard Company v. Baldwin Company, 48 App. D. C. 487; 326 O. G. 685, 
decided March 3, 1919, and published in the Official Gazette of September 
23, 1924 [9 T. M. Rep. 116]. 

“Furthermore, the statute provides that where an opposition is brought 
the Commissioner shall refer the case to the Examiner of Interferences 
‘to determine the question of the right of registration to such trade-mark.’ 
Both parties having taken testimony, it is not thought that the pro- 
ceedings should be suspended to determine the right of one of the parties 
only to register. All questions can be considered by the Examiner of 
Interferences and whichever party deems itself aggrieved by his decision 
can appeal.” * 


Republication 


Kinnan, F. A. C.: Held that an amendment by an applicant 
who had been through an opposition, to set up an earlier date of 


use, was not sufficient ground for republishing the mark, which re- 
publication would have given a party who had sought to intervene 
in the opposition proceedings, but who had been denied permis- 
sion to do so, the right to file a further opposition, especially as 
that party would have a right to bring a petition for cancellation, if 
it deemed itself injured by the registration.*© 

*F. W. Theisen v. Queen Anne Candy Co., Inc., 151 M. D. 198, April 


28, 1926. 
* Ex parte, William Ireland, Inc., 151 M. D. 88, December 29, 1925. 
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Re-registration by Successor in Title 


Rorertson, C.: Held that applicant is entitled to register 
the trade-mark ‘Chevrolet’ for automobiles, notwithstanding that 
this mark had been previously registered under the Act of 1905 by 
the Chevrolet Motor Company, its predecessor in business. 

The decision is based on the ground that, there being certain 
advantages to the owner of a trade-mark in registering it in his 
own name, re-registration should not be refused on the ground that 
the mark had been registered to a predecessor in business, unless 
such re-registration is clearly forbidden by the statute, and that 
no such prohibition is found in the Trade-Mark Act. 

In his decision, after referring to the decision of the Supreme 
Court in Beckwith v. Commissioner of Patents, 274 O. G. 613, 
252 U. S. 588 [10 T. M. Rep. 255], in which it was said “it must 
be noted that the requirement of the statute that no trade-mark 
shall be refused registration, except in designated cases, is just as 


? 
. 


imperative as the prohibition against registration in cases specified 
the Commissioner said: 


“The statute does not prohibit the re-registration of a trade-mark by 
the transferee and there are certain advantages to the transferee in having 
the mark registered in his own name. For example, it will be much less 
expensive for him to obtain registration of the mark in the foreign coun- 
tries, since it will not be necessary to file copies of the papers evidencing 
the transfer of title with the necessary legalizations thereof and, in the 
event of a suit against a later user, the certificate of registration to the 
transferee will be prima facie evidence of his ownership, whereas, if he 
has to sue on the registration granted to his transferor, he will have to 
prove his title, unless the defendant in the suit will stipulate it. 

“It is the policy of the Patent Office to assist manufacturers in every 
way possible in developing and protecting their foreign trade. Under 
this policy it is not believed that registration should be refused to the 
transferee of a trade-mark unless such re-registration is specifically for- 
bidden by the statute or follows as an obviously necessary inference from 
the statute. 

“No such prohibition being found in the statute, it follows that the 
registration here sought should be granted. 

“The decision in P. Beiersdorf & Co. v. Lehn & Fink, Inc., 290 O. G. 


811, in so far as in conflict with the above holding, is overruled [11 T. M. 
Rep. 309].” ” 


** Ex parte, General Motors Corporation, 151 M. D. 199, April 30, 1926. 








